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United States Court of Appeals foi: the 

District of Columbia 

■ ■■■ — ■ ■ . 

| 

No. 6255. I 

j 

Hartford-Empire Company, Appellant, 

vs. 

I 

Conway P. Coe, Commissioner of Patents, j 

j 

__ 

a Supreme Court of the District of Columbia. 

In Equity. 

No. 54271. | 

Hartford-Empire Company, Plaintiff. 

vs. 

Thomas E. Robertson, Commissioner of Patents, 

Defendant. 

United States of America, 

District of Columbia, ss: 

Be it remembered, That in the Supreme Court of jthe Dis¬ 
trict of Columbia, at the City of Washington, in skid Dis¬ 
trict, at the times hereinafter mentioned, the following 
papers were filed and proceedings had, in the abovejentitled 
cause, to wit: 
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1 Filed April 25,1932. 

In the Supreme Court of the District of Columbia. 

In Equity. 

No. 54271. 

Hartford-Empire Company, Plaintiff. 


vs. 

Thomas E. Robertson, Commissioner of Patents, 

Defendant. 

Suit to Enforce Issuance of Patent. 

Bill of Complaints 

To the Honorable the Judges of the Supreme Court of the 
District of Columbia: 

Hartford-Empire Company, plaintiff in the above-entitled 
cause, for its bill of complaint alleges: 

1. Plaintiff is a corporation organized and existing under 
and bv virtue of the laws of the State of Delaware, and 
having a principal place of business at Hartford, Connect¬ 
icut. 

2. That the defendant, Thomas E. Robertson, as Com¬ 
missioner of Patents is a resident of the District of Colum¬ 
bia and is in the jurisdiction of this Court. 

3. This is a suit arising under the patent laws of the 
United States and is based upon the provisions of Section 
4915 of the Revised Statutes of the United States (U. S. 
Code Title 35 See. 63) as amended March 2, 1927, C. 273, 
Sec. 11, 44 Statute 1336 and March 2, 1929, C. 488, Sec. 
2(b), 45 Statute, and is based upon the refusal of the Com¬ 
missioner of Patents to grant Letters Patent to the Plain¬ 
tiff upon the invention of Oliver M. Tucker and William A. 
Reeves, hereinafter set forth. 

4. Plaintiff has no plain, adequate or complete remedy 

at law, and seeks equitable relief. 

2 5. The jdaintiff is the sole owner of all the right, 

title and interest in and to the hereinafter described 
patent application of Oliver M. Tucker and William A. 
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i 

j 

Reeves, and in and to all of the invention therein set forth, 
and is entitled to the issuance to it of a patent on the here¬ 
inafter particularly defined invention. 

6. On the 24th day of October 1913, Oliver M. Tucker 
and William A. Reeves, being, as plaintiff is informed 
and believes, and therefore alleges, the first, original and 
joint inventors of certain new and useful improvements in 
Glass Working Machines, not known or used by jDthers in 
this country before their invention or discovery! thereof, 
not patented or described in any printed publication in 
this or any foreign country before their invention or dis¬ 
covery thereof or more than two years prior to their ap¬ 
plication hereinafter mentioned, not in public use or on 
sale in this country for more than two years prijDr to the 
date of said application, and which had not been abandoned, 
nor patented nor caused to be patented by them| or their 
legal representatives or assigns in any foreign country 
on an application filed more than twelve months prior to 
their said application in this country, duly filed in the 
United States Patent Office as Serial No. 7*97,067, an ap¬ 
plication for Letters Patent for said invention. 

7. The plaintiff owns the complete right, title and in¬ 
terest in and to the said application, Serial No. 797,067, 
and to each and every invention therein, disclosed by reason 
of the conveyance from Oliver M. Tucker and! William 
A. Reeves to Hartford-Empire Co.,_e xecuted August 14, ■: 
1925 and recorded August 27, 1925, iiTLiber M-l|25, page 

o] Transfers of Patents of the United States Patent 
Office. 

3 8. That on the 17th day of November 1926, and 

while the said application Ser. No. 797,067 was still 
pending in the Patent Office of the United States, the said 
Oliver M. Tucker and William A. Reeves filed in the United 
States Patent Office an application entitled Timing 
Mechanism for Glass Feeders”, which last-nam^d appli¬ 
cation was serially numbered 148,985, and the said appli¬ 
cation 148,985 disclosed and claimed only matter disclosed 
in the said application, filed by the said Oliver M. Tucker 
and William A. Reeves, Ser. No. 797,067, aforesaid, and 
was a division thereof and was filed under and in accord¬ 
ance with the statutes in such cases made and provided. 

9. Plaintiff is the owner of the complete right, title *nd 
interest in and to said divisional application, Ser. No. 
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148,9S5, by reason of the conveyance set forth in para¬ 
graph 7, above, and also by reason of a further convey¬ 
ance from Oliver M. Tucker and William A. Reeves to the 
Hartford-Empire Co. executed December 9, 1926, which 
conveyance has been duly recorded in the Transfers of 
Patents of the United States Patent Office. 

10. That in the said divisional application, Serial No. 
148,985, certain patentable inventions of the said Oliver 
M. Tucker and William A. Reeves were set forth in the 
following claims: 

14. Timing mechanism for glass feeding apparatus or 
the like, comprising a shaft, a plurality of cam disks car¬ 
ried by said shaft, a cam member carried by each of said 
disks and adjustable circumferentially thereon, and a 
plurality of movable valve members arranged to be actu¬ 
ated by said cam members at relative times determined by 
the positions of said cam members on said disks. 

4 16. Timing mechanism for glass feeders or the 

like, comprising a movable valve member, a rotary 
cam for actuating said valve member, and pivoted arm 
interposed between said cam and said valve member for 
transmitting movement from said cam to said valve mem¬ 
ber, said cam being adjustable to vary the time of actua¬ 
tion of said valve member. 

26. Timing mechanism for glass working apparatus in¬ 
cluding fluid pressure conducting means, said mechanism 
comprising valve means, a plurality of spaced actuating 
members for operating said valve means for controlling 
the fluid pressure in said fluid pressure conducting means, 
rotary means for engaging and moving said actuating mem¬ 
bers in succession, and means for adjusting the spacing 
between said actuating members to thereby change the 
time relation between the movements of said actuating 
members. 

and a patent upon the said inventions, as so expressed, 
was duly demanded by said application, the application 
was duly prosecuted in accordance with the Statutes of 
the United States and the Rules of the Patent Office in 
such cases made and provided, but said application was 
rejected and a patent on said invention was finally and 
wrongfully refused by the defendant, on or about the 23d 
day of January 1932, as will appear from the record of 
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the application now in the Patent Office, which Record or 
certified copy thereof the plaintiff will produce at jthe hear¬ 
ing of the case. 

11. That no appeal has been taken to the United States 
Court of Customs and Patent Appeals from ady action 
of the Patent Office in said application. 

Wherefore your petitioner brings this suit, under the 
provisions of Revised Statutes Sec. 4915 as amended, 
within the period provided by law, and prays: 

1. For process requiring the Commissioner of; Patents 
to appear and answer this complaint, but not under oath, 
answer under oath being hereby expresslyj waived; 
5 2. For an order finding that Plaintiff is entitled, 

according to law, to receive a patent for jthe said 
inventions of Oliver M. Tucker and William A. Reeves as 
set forth in said claims 14, 16 and 26; ! 

3. For such other and further relief as the Court may 
deem proper. 

HARTFORD-EMPIRE COMPANY, 
By ARTHUR T. SAFFORD, 

Secretary. 

V. M. DORSEY, 

Attorney for Plaintiff. 

R. D. BROWN, | 

S. F. PARHAM, 

L. G. BATES, | 

Of Counsel. 

State of Connecticut, 

County of Hartford, ss: 

On this 22nd day of April, 1932, before me camO Arthur 

T. Safford, to me personally known, who being by me duly 
sworn did depose and say that he is the Secretary of the 
Hartford-Empire Company, the above-named plaintiff, that 
he has read the foregoing bill of complaint and [that the 
same is true of his own knowledge, save as to thbse mat¬ 
ters alleged to be upon information and belief, and those 
matters he believes to be true. 

[seal.] ADA jr. CORNWALL, 

Hot ary Public. 

Commission expires February 1, 1933. 
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6 Answer to the Bill of Complaint. 

Filed May 14, 1932. 

To the Honorable the Judges of the Supreme Court of the 

District of Columbia: 

Thomas E. Robertson, Commissioner of Patents, defend¬ 
ant herein, in answer to the Bill of Complaint alleges on 
information and belief as follows: 

1. He admits for the purpose of this suit the allegations 
of paragraph 1. 

2. He admits the allegations of paragraph 2 to the extent 
that his official residence is in the District of Columbia. 

3. He admits the allegation of jurisdiction under Section 
4915 R. S.;35U. S. C. A. 63. 

4. He admits for the purpose of this suit the allegations 
of paragraph 4. 

5. He admits the allegation of ownership but de- 

7 nies that plaintiff is entitled to the issuance of the 
patent as prayed for. 

6. He has no information respecting the allegations of 
invention and the non-existence of statutory bars. He ad¬ 
mits that on the 24th day of October 1913 Oliver M. Tucker 
and William A. Reeves filed an application for letters patent 
to which Serial No. 797,067 was given. 

7. He admits the allegations of ownership by reason of a 
convevance recorded in the Patent Office. 

8. He admits that on November 17,1926, said Tucker and 
Reeves filed an application for letters patent to which 
Serial No. 148,985 was given, which application was a divi¬ 
sion of application Serial No. 797,067. 

9. He admits the allegations of assignment of application 
Serial No. 148,985. 

10. He admits that the said application No. 148,985 con¬ 
tains claims 14, 16 and 26 recited in paragraph 10, which 
claims were refused on or about Januarv 23, 1932 bv the 
Board of Appeals. Defendant denies that the said claims 
are patentable to plaintiff and denies that the action refus¬ 
ing: to allow them was erroneous. Said claims are held to 
be unpatentable to plaintiff on the ground of estoppel in 
view of the patent to Bethel, 1,460,363, July 3, 1923, as 
more fully appears from the decisions of the examiner and 
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the decision of the Board of Appeals. Copies of said patent 
and decisions will be presented at the hearing. 

11. He admits that no appeal has been takeii to the 
United States Court of Customs and Patent Appeals. 

Further answering defendant denies each and every alle¬ 
gation of the Bill of Complaint not herein specifically 

8 and sufficiently denied or admitted, and prays that 
plaintiff’s Bill of Complaint be dismissed. 

Wherefore defendant having fully answered thp Bill of 
Complaint denies that plaintiff is entitled to the relief de¬ 
manded or any part thereof and prays that he be hpnce dis¬ 
missed with all costs of the proceedings against th|e plain¬ 
tiff as provided in Section 4915 R. S. 

THOMAS E. ROBERTSON, 

Commissioner of Patent Is, 

Defendant. 

T. A. HOSTETLER, 

Solicitor of the U . S. Patent Office, \ 

Attorney for Defendant. 

District of Columbia, 

City of Washington, ss: 

I, Thomas E. Robertson, Commissioner of Patents, de¬ 
pose and say that I have read the above answer by |me sub¬ 
scribed and know the contents thereof, and that tile state¬ 
ments of facts therein made as upon personal knowledge 
are true, and those made upon information and belief I be¬ 
lieve to be true. 

THOMAS E. ROBERTSON, 

Commissioner of Pdfents. 

i 

Subscribed and sworn to before me this 14th day pf May, 
1932. 

[notarial seal.] FANNIE W. SCHRIDEI^, 

, Notary Public, D. C. 

My commission expires May 12, 1933. 

9 Order. 

Filed September 20, 1933. 

Upon consideration of the motion to substitute defendant, 
consented to, filed by plaintiff herein, it is hereby 
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Ordered this 20th day of September, 1933, that the Hon. 
Conway P. Coe, Commissioner of Patents, be substituted as 
defendant for the Hon. Thomas E. Robertson, former Com¬ 
missioner of Patents. 

F. DICKINSON LETTS, 

Justice. 

10 Memorandum Opinion of Justice Bailey. 

Filed February 21, 1934. 

##**••* 

I think that the unexplained delay of the plaintiff for 
more than three years shows such laches as to defeat his 
rights. 

The bill should be dismissed with costs. 

1 BAILEY, J. 

11 Findings of Fact. 

Filed April 11, 1934. 

1. That on October 24,1913, Tucker and Reeves filed their 
original application Serial No. 797,067, disclosing the inven¬ 
tions of the clairrls in issue, which application was pending 
on November 17, 1926. 

2. That on November 17, 1926, three and a half years 
after the Bethel patent was granted, Tucker and Reeves 
filed their divisional application Serial No. 148,985, fully 
disclosing the subject matter of the claims in issue. 

3. That a patent No. 1,460,363, for “Valve Mechanism 
for Glass Machines” was issued to one Bethel on Julv 3, 
1923, said Bethel patent being issued on an application filed 
February 4, 1921. 

4. That the Bethel patent shows, by its drawings and the 
description of its specification, a timer structure upon 
which the claims at bar may be read. 

5. Neither of the two claims of the Bethel patent reads 
upon the Tucket* and Reeves disclosure, but the Bethel 
claims are to inventions different from any invention either 
disclosed or claimed by Tucker and Reeves. 

6. The original Tucker and Reeves application Serial 

No. 797,067 prior to July 3, 1923 contained claims to 

12 the subject matter of the claims in issue in co mbing 
tion with particular glass feeding apparatus."" 
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7. The first of the particular claims in issue was psserted 

on November 17, 1926 in the divisional application Serial 
No: 148,985.” j 

8. The Tucker and Reeves application Serial Noj 797,067 

was continuously involved in interferences witlij parties 
other than Bethel in the Patent Office from January 1920 to 
December 3, 1925. ! 

Conclusions of Law. 


1. Plaintiff is not entitled to the claims in issue under 
the authority of 

Webster v. Splitdorf, 264 U. S. 463; j 

Chapman & Chapman v. Wintroath, 252 U.j S. 126; 
In re Nathan, 51 App. D. C. 347. | 

2. Plaintiff is not chargeable with laches by reasop of any 
act or omission prior to the issuance of the Bethel patent 
July 3, 1923. Overland Motor Co. v. Packard Motor Car 
Co., 272 U. S. 214. 

3. The Tucker and Reeves divisional application No. 148,- 
985 contained claims 14, 16 and 26* which read on!the dis¬ 
closure of the Bethel patent No. 1,460,363. 

4. The claims of the Bethel patent do not read ppon the 
Tucker and Reeves applications. Tucker and Reaves did 
not have and could not have had interference with the 
Bethel patent. The claims of the Bethel patent Ij,460,363 
are to inventions different from the inventions of th|e claims 

in issue. 

13 5. Plaintiff’s delay of more than three years after 

the granting of the Bethel patent in asserting the 
claims involved in this suit constituted laches which defeats 
plaintiff’s right to these claims and the bill will be dis¬ 
missed. 


April 11, 1934. 
14 


JENNINGS BAILEY, 

Justice. 

Final Decree . 

Filed April 11,1934. 


This cause having come on to be heard and havijng been 
tried in open court and argued by counsel for the respective 
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parties upon the pleadings and proofs adduced and sub¬ 
mitted to the Court, 

It is adjudged, ordered and decreed this 11th day of 
April, 1934, that the Bill of Complaint in this case be, and 
the same hereby is dismissed with costs against the plain¬ 
tiff. 


JENNINGS BAILEY, 


Justice. 


Approved as to form: 

S. F. PARHAM, 

Attorney for Plaintiff. 

To the foregoing decree the Plaintiff notes an appeal to 
the Court of Appeals of this District; whereupon an under¬ 
taking* to act as a cost bond is hereby fixed in the sum of 
$100.00/100, with leave to deposit $50 cash with the clerk 
in lieu thereof. 

I JENNINGS BAILEY, 

Justice. 


Memorandum. 

April 21, 1934.-—$50 deposited by V. M. Dorsey in lieu of 
bond on appeal. 

15 Assignment of Errors on Appeal of Hartford-Empire 

Company. 

Filed April 23,1934. 

Now comes the plaintiff, Hartford-Empire Company, by 
its counsel, and says that in the decree filed April 11, 1934, 
in this case, the Court erred in the following particulars: 

1. That the Court erred in dismissing the plaintiff’s Bill 
of Complaint. 

2. That the Court erred in not granting to the plaintiff 
the relief sought by the Bill of Complaint. 

3. That the Court erred in not issuing an order finding 
that the plaintiff is entitled, according to law, to receive a 
patent for the inventions of Oliver M. Tucker and William 
A. Reeves as set forth in claims 14, 16 and 26 of their divi¬ 
sional application, Serial No. 148,985, filed November 17, 
1926. 
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4. That the Court erred in holding (Conclusion! of Law 
No. 1) that 4 ‘Plaintiff is not entitled to the claims!in issue 
under the authority of 

Webster v. Splitdorf, 264 U. S. 463; j 

Chapman & Chapman v. Wintroath, 252 U. §f. 126; 

In re Nathan , 51 App. D. C. 347.” 


5. That the Court erred in holding (Conclusion! of Law 
No. 5) that plaintiff is chargeable with laches, whicli defeats 
its right to the claims involved in this suit, because these 
claims were not asserted until more than three ye^rs after 
the granting of the Bethel patent. 

16 6. That the Court erred in holding (Memorandum 

Opinion) that the lapse of time (between tljie grant 
of the Bethel patent and the presentation of the first of 
the claims in issue) constituted unexplained delay and 
shows such laches as to defeat plaintiff’s rights. 

7. That the Court erred in admitting the Bethel patent 
(Defendant’s Exhibit C) over the objection of plaintiff that 
the same was irrelevant and immaterial and that this error 
was prejudicial to plaintiff. 

8. That the Court erred in considering the issuance of 
the Bethel patent (Defendant’s Exhibit C) to be material 
or relevant to the rights of the plaintiff to the claims in 
issue. 


9. That the Court erred in predicting laches on delay in 
presenting the claims in issue after the grant! of the 
Bethel patent, despite the facts (Finding No. 4) jthat the 
claims of the Bethel patent do not read upon the Tucker & 
Reeves applications, that Tucker & Reeves did hot have 
and could not have had interference with the Bethel patent, 
and that the claims of the Bethel patent are to inventions 
different from the inventions of the claims in issue, j 

10. That the Court erred in failing to hold that since 
plaintiff’s assignors, Tucker & Reeves, were within their 
statutory rights in presenting the claims here in!issue at 
the time such claims were presented, the issuance of the 
Bethel patent, which merely discloses but does npt claim 
the inventions of these claims and is not prior art, could 
not, either directly or indirectly deprive Tucker Reeves 
of their statutory right to such claims. 
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17 Wherefore the appellant prays that the said de¬ 
cree may be reversed, and that the said Court be 
directed to correct the errors herein assigned. 

S. F. PARHAM, 

Of Counsel for Plaintiff-Appellant, 

Hartford-Empire Company. 


April 19, 1934. 


Receipt of a copy of the foregoing is acknowledged this 
23rd dav of April, 1934. 

T. A. HOSTETLER, 

Solicitor of the U. S. Patent Office, 

Attorney for Defendant-Appellee. 
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Memorandum. 


May 17, 1934.—Statement of Evidence filed. 

Supreme Court of the District of Columbia. 

Thursday, May 17, 1934. 

The Court resumes its session pursuant to adjournment, 
Mr. Justice Bailey, presiding. 

******* 


The Statement of Evidence in the above-entitled cause 
was this 17th day of May, 1934, signed in duplicate, and 
made of record nunc pro tunc. 

19 Designation of Record. 

Filed May 18, 1934. 

******* 

To the Clerk of the Supreme Court of the District of 
Columbia: 

Please prepare transcript of record on appeal to the 
Court of Appeals in the above-entitled cause to include the 
following: 

1. Bill of complaint. 

2. Answer. 
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3. Order substituting Conway P. Coe, Commissioner of 
Patents, as defendant, for Thomas E. Robertson, former 
Commissioner of Patents. 

4. Memorandum Opinion of Justice Bailey, filed Feb. 21, 
1934. 

5. Final decree, dismissing the bill of complaint herein, 
notation of appeal, and order fixing undertaking pr cash 
deposit for costs on appeal. 

6. Findings of fact and conclusions of law. 

7. Memo, of making by plaintiff of $50.00 cash i deposit 
on appeal. 

8. Assignment of errors. 

9. Statement of evidence and accompanying papers; in¬ 
cluding order substituting the statement of evidence for 
and in the place of the paper entitled “Memorandum of 

the Trial’’, constituting plaintiff’s proposed state- 

20 ment of evidence. 

10. This designation, together with Attached 
stipulation. 

S. F. PARHAM, 

Of Counsel for Plaintiff. 

May 17, 1934. j 

Stipulation. 

It is hereby stipulated by and between counsellor the 
respective parties in this cause that the foregoing designa¬ 
tion of record shall take the place of, and supersede and 
be used in lieu of the “Praecipe for Record” heretofore 
filed. 

S. F. PARHAM, 

Of Counsel for Plaintiff. 

T. A. HOSTETLER, 
Attorney for Defendant. 

21 Supreme Court of the District of Columbia.! 

United States of America, 

District of Columbia , ss: 

I, Frank E. Cunningham, Clerk of the Supreme (j?ourt of 
the District of Columbia, hereby certify the fojregoing 
pages numbered from 1 to 20, both inclusive, to be a true 
and correct transcript of the record, according to direc¬ 
tions of counsel herein filed, copy of which is made part of 
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this transcript, in cause No. 54271 in Equity, wherein Hart- 
ford-Empire Company is Plaintiff and Thomas E. Robert¬ 
son, Commissioner of Patents, is Defendant, as the same 
remains upon the files and of record in said Court. 

In testimony whereof, I hereunto subscribe my name and 
affix the seal of said Court, at the City of Washington, in 
said District, this 7th day of June, 1934. 

[Seal Supreme Court of the District of Columbia.] 

FRANK E. CUNNINGHAM, 

Clerk. 


22 Filed May 17, 1934. 

Supreme Court of the District of Columbia. 

In Equity. 

No. 54,271. 

Hartford-Empire Company, Plaintiff, 


vs. 

Conway P. Coe, Commissioner of Patents, Defendant. 

To Enforce Issuance of Letters Patent. 

Statement of Evidence. 

On the trial of this cause before Mr. Justice Jennings 
Bailey on Wednesday January 24, 1934, neither the plain¬ 
tiff nor the defendant produced witnesses. Arguments on 
behalf of both parties were made by their respective attor¬ 
neys. The plaintiff offered in evidence the following: 

(a) Certified copy of the Tucker & Reeves original ap¬ 
plication, Ser. No. 797,067, filed October 24, 1913, and pro¬ 
ceedings in the Patent Office thereon (Plaintiff’s Exhibit 
No. 1), of which the following papers, attached hereto, 
constitute the fact evidence upon which the plaintiff-appel¬ 
lant relies, namely— 

Drawings and specification (exclusive of claims), as filed 
October 24, 1913. 

Claim 17 of original claims filed October 24,1913. 

Claims 30 (later 29) and 31 (later 30) of Paper No. 12— 
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Amendment “D”—May 4, 1918. 

The count of Interference No. 46,677, paper No. 49, dated 
November 16,1921. 


(b) Certified copy of the Tucker & Reeves divisional 


application, Ser. No. 148,985, filed Nov. 17, 1926, 4nd pro¬ 
ceedings in the Patent Office thereon (Plaintiff’s Exhibit 
No. 2), of which the following papers, attached hereto, con¬ 
stitute the fact evidence upon which the plaintiff-appellant 
relies, namely— 


Drawings and specification and claims, as filed Novem¬ 


ber 17, 1926. | 

23 Amendment to claim 16, from Amendment “B”, 
dated January 17, 1929 (filed January 21, 19£9). 

Claim 26, from Amendment “D”, dated Noverpber 10, 
1930 (filed November 11, 1930). j 

Decision of Patent Office Board of Appeals, dated Janu¬ 
ary 23,1932. 

The defendant offered in evidence the decision of the Pat¬ 
ent Office Board of Appeals, dated January 23, 1932, in the 
Tucker & Reeves divisional application, Serial No. 148,985, 
above referred to, refusing the claims in issue (Defend¬ 
ant’s Exhibit F), and the Bethel patent # 1,460,3(33 (De¬ 
fendant’s Exhibit C), hereto attached. 


Plaintiff duly objected to the admission of the Bethel pat¬ 
ent (Defendant’s Exhibit C), as immaterial and irrelevant. 
This objection having been overruled, the plaintiff ejxcepted 
thereto. 


24 (Specification of Original Application of Ticker & 
Reeves. Serial No. 797,067. Filed October 24, 
1913. For Glass Working Machines.) 


Specification. 

To all whom it may concern: j 

Be it known that Oliver M. Tucker and William A. 
Reeves, citizens of the United States residing at Ccftumbus 
in the County of Franklin, and State of Ohio, have invented 
certain new’ and useful improvements in Glass forking 
Machines of which the following is a specification!: 
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The present invention relates to improvements in Glass 
Working Machines and particularly to the type of machines 
known as 4 ‘flowing 9 9 machines. The primary object of 
the invention is the provision of a machine by means of 
which a predetermined quantity of molten glass may be 
permitted to flow from a source of supply, as the delivery 
opening of a glass melting tank, and the flow interrupted 
intermittently to provide for a continuous succession of 
billets of glass dropping from the opening. 

These objects are accomplished by utilizing in con¬ 
nection with a reciprocating knife or shear, mechanism 
which times the movement of the knife so that at each op¬ 
eration of the cutting device, the cutting device itself un¬ 
covers the port of the opening a predetermined interval of 
time and permits the successive deposit of pieces of glass 
of the same size and weight. 

In the accompanying drawings one example of the phys¬ 
ical embodiment of our invention is illustrated constructed 
according to the best mode we have so far devised for the 
practical application of the principles of our invention, but 
it will also be understood that colorable changes and modi¬ 
fications within the principles of our invention may be 
made without departing from the spirit of our appended 
claims. 

25 In the drawings: 

Figure 1 is a vertical sectional view showing a por¬ 
tion of the spout or trough of a glass melting tank with 
the cutting device and its operating mechanism. 

Figure 2 is a plan view showing a metallic ring or water 
jacket located in the port of the spout, and also the top of 
the knife and a portion of one of the operating cylinders. 

Figure 3 is a side elevation of so much of the melting 
tank as is necessary, with the cutting device, its operating 
mechanism, and the actuating device therefor, also illus¬ 
trated in relative working position. 

Figure 4 is an enlarged view of one of the timing devices 
to actuate the cutting device showing in connection there¬ 
with a motive fluid valve. 

Figure 5 shows an edge view of the pair of timing discs 
of the actuating device, parts of the discs being broken 
awav for convenience of illustration, and in connection with 
the discs motive fluid valves are shown in operative rela¬ 
tion. 
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Figure 6 is a vertical sectional view of a devicej for ad¬ 
justing the position of the cams of the timing or actuating 
device for the knife. 

Figure 7 illustrates diagrammatically a billet 6r piece 
of molten glass being severed according to our indention. 

26 We have illustrated our invention in connection 
with a glass melting tank or receptacle of liisual or 

standard type having the spout or trough 1 of refractory 
material and involving the usual opening 2 and plug or 
valve 3 therefor. The plug has no connection with our 
invention, but is illustrated as an essential accessory of 
the glass melting tank and its spout or delivery opening. 
The upper surface or glass line of the molten material in the 
furnace is indicated by the letters G. L. and it will be un¬ 
derstood that the molten glass is free to flow thrdugh the 
opening 2, except when interrupted by the presende of the 
cutting device indicated as a whole by the numeral 4, which 
is adapted to act as a closure for the opening 2. 

The cutting device is detachably suspended from the re¬ 
ceptacle by means of a frame of metal comprising a web 
5 formed integral with an open end cylinder 6 land the 
larger cylinder 7. One end of the larger cylinder is closed 
by the head 8 bolted thereto and a perforated liig 9 on 
the head is pivoted on the bolt 10 which latter i^ passed 
through a pair of perforated ears 11 depending from a 
securely fastened member 12 of the spout. The forward 
end of the web 5 is formed with an integral ring 13 and a 
perforated lug 14 projects beyond the ring and is in posi¬ 
tion to receive a bolt 15 by means of which the forward 
end of the device is suspended from an angle iron 16, 
usually found on glass melting tanks. In this man- 

27 ner the cutting device and its operating mechanism 
are suspended beneath the receptacle or tank. The 

ring 13 is located just below the opening 2, andi within 
this ring is supported a cylindrical water jacket in the 
shape of an open ring 17 having an upper angular 18. 
The ring is formed with an annular space 19 foi^ cooling 
liquids such as water to circulate through to prevent ex¬ 
cessive heating of the metal of the ring, and between the 
ring and the walls of the tank surrounding the opening 
2 an asbestos gasket 20 is provided. This gasket acts as 


3—62o5a 






18 


HARTFORD-EMPIRE CO. VS. C. P. COE. 


an insulator, as it prevents heat from the furnace or tank 
reaching the metallic rings 13 and 17, and also insulates 
the furnace or tank walls about the opening 2 against chill 
from the cooled water-jacketed ring. 

In figure 1 it will be seen that the jacketed ring 17 pro¬ 
jects below the bottom of the ring 13 of the web 5, and 
the edge 31 of the knife 4 is adapted to travel across the 
lower surface 22 of the ring 17, while the upper surface 
23 of the knife remains in frictional contact with the sur¬ 
face 22 of the ring. The knife is also provided with a 
water-cooling space 24 to prevent excessive or overheating 
of the material. As seen in figures 1 and 2 the knife or 
blade is rectangular or of oblong shape and is adapted 
for reciprocation with a large piston 25 and a smaller one 
26, the former moving in cylinder 7 and the latter in cylin¬ 
der 6. The pistons are connected by a spool 27, and the 
knife blade is fixed on the stem 28 which has a reduced 
28 end 29 engaging the perforated lug 30 of the cutting 
blade, and! a nut 31 clamps the lug against the 
shouldered end of the stem 28, the end 29 being threaded 
for the nut. 

In the drawings we have illustrated the cutting device 
as reciprocated by motive fluid pressure, and the motive 
fluid may well be compressed air fed to the cylinder 7 con¬ 
stantly through pipe 32, and intermittently through pipe 

33 leading into the cylinder 7 at the other side of the large 
piston 25. This pipe 33 also acts as the exhaust for the 
cylinder 7 as will be described. A ‘ ‘ stop and waste’ 9 cock 

34 is provided in the pipe 33 and it will be seen that with 
the plug valve 35 in position shown in figure 1 the air 
under pressure is free to flow through the valve to or from 
the cylinder, but if the plug is given a quarter turn in 
the proper direction, the supply is cut off through the 
plug, but the cylinder may be drained through the small 
orifice or opening 36 in the valve plug. 

The pressure of compressed air, as before stated is con¬ 
stant in pipe 32 and cylinder 7, but the pressure at the left 
of the piston 25 in cylinder 7 is controlled and alternated 
by a timing mechanism as follows: 

The pipes 32, 33 are connected to a valve easing 37 at 
ports 38 and 39 respectively, and this casing is also pro¬ 
vided with an exhaust port 40 open to the atmos¬ 
phere. 


HARTFORD-EMPIRE CO. VS. C. P. COE. ! 19 

29 Within the valve casing 37 are a pair of valves 
41 and 42 adapted to seat upon their respective seats 

43 and 44, and these seats are connected by a padsage 45, 
into which passage the port 39 also, enters. Each valve 
has a stem as 46 and 47, movable in the body of {he cast¬ 
ing 37 which is perforated for the purpose, and the screw’ 
plugs 48 and 49 close the valve chambers and permit ac¬ 
cess to the interior of the casing. L 

The valves are both held to their seats by motive fluid 
pressure, but are lifted therefrom by mechanical means, 
as follows: Upon a continuously revolving shaft oO a pair 
of discs 51 and 52, which are connected bv the jintegral 
sleeve 53, are carried and revolve at constant speed with 
the shaft. The inner adjacent faces of these discs are each 
dished so that their peripheries are formed with; beveled 
edges 54 and 55 respectively, the beveled portion^ extend¬ 
ing entirely around the discs. 

The discs are provided for the purpose of carrying a 
pair of actuating cams or wedged shaped blocks jis 56 on 
disc 51 and 57 on disc 52. Each of the blocks is| formed 
w’ith an undercut flange 58 adapted to engage the! beveled 
edge of the discs, and each block is clamped to the edge 
cf the disc by means of a clamp plate 59 and bolt 60, as 
clearly seen in figures 4 and 5. The cam blocks are adapted 
to contact with the stems of the valves which arf located 
in the paths of rotation of the blocks as deafly seen, 
and the interval between the periodical liftingj of the 
valves from their seats by contact from the cam 

30 blocks may be varied by adjusting the blocks around 
the perimeter of the discs. 

In addition to the regulation of pressure in the j cylinder 
7 by adjusting the position of the cam blocks on the discs, 
we provide for a closer and more minute adjustment which 
may be accomplished with the machine in operation. The 
device for accomplishing this auxiliary adjustment in¬ 
cludes a pivotally supported lever arm 61 supported at 62 
in the slotted and perforated end of an internally {hreaded 
bar 63 which is encased by a cylindrical sleeve 64. This 
sleeve is fashioned with a bracket arm 65 by njieans of 
which it is attached to the valve casing 37, and a s<brew T bar 
66 having a knurled head 67 is rotatable in the sleeve. In 
figure 6 it vfill be seen that the threaded bar and screw 
co-act, whereby the bar is projected from or made to recede 
wfithin the sleeve 64. The arm 61 is fashioned w’ith a down- 
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wardly projecting lug 68 which rests on the periphery of 
the disc as it revolves and rides over the cam block or wedge 
56 as the block passes thereunder. The upper edge of the 
arm 61 near its end is formed with a curved face 69 upon 
which the lower end of the stem 46 rests at all times, and it 
will thus be seen that the stem 46 with its valve 41 is lifted 
through contact of the cam block 56, lug 68, curved face 69 
and stem 46. From this description it will be seen that by 
projecting the bar 63 from the sleeve 64, and assuming that 
the discs are revolving as shown by the arrow in figure 4, 
the interval between the lifting of the valves will — 

31 shortened, while by receding the bar within the 
sleeve the lifting movement, of the valve 42 will fol¬ 
low at a longer interval after the lifting of the valve 41. 

In operation, assuming the parts shown in figure 1 to be 
in position to start the machine, and assuming the spout 
or trough to contain molten glass of proper temperature, 
the motive fluid pressure, which is approximately 50 lbs. 
holds the piston in position of figure 1 with the knife blade 
withdrawn from cutting position. The valve 42 is held to 
its seat by air pressure and the valve 41 is held off its seat 
by the cam 56 so that air has exhausted from the left side 
of the piston 25 through pipe 33, open cock 34 port 39 under 
the valve 41 and to the atmosphere through port 40. The 
discs are now revolved with the shaft 50 so that the disen¬ 
gagement of the cam 56 permits the valve 41 to drop to 
closed position, and a continued revolution of the discs 
brings the cam 57 in position to lift valve 42 from its seat 
and open the valve so that the constant pressure of air 
from pipe 32 mat enter and pass under the valve, holding 
closed the valve 41 and thence passing by wav of pipe 33 to 
the cylinder 7. It will be seen that the area of the piston 
25 at the left side is greater than the area of its right side 
(fig. 1), so that while the pressure of air at both sides of 
the piston may be 50 lbs. the greater area and quantity of 
compressed air pressure at the left of the piston overcomes 
the pressure at the right and the piston is moved to 

32 the right. The movement of the piston carries with 
it the knife blade which passes under the open end 

of the metal ring 17 in close contact with the surface 22, 
and the knife edge severs a piece or chunk of molten glass 
approximately as shown at 70 figure 7. The piece of glass 
is deposited by gravity in a waiting receptacle 71, directly 
beneath the port of the spout, and the successive pieces are 
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I 

carried away by being* deposited in successively! arriving 
receptacles. These receptacles may be carried by |a revolv¬ 
ing turn-table as in common use and indicated at 72 (fig. 1) 
or other suitable devices may be employed, the oifiy essen¬ 
tial being that the receptacles are presented successively 
to receive the successively falling chunks or pieces of 
molten glass. 

As soon as the knife blade has severed a piecej of glass 
it is ready to reverse its movement and return to! position 
in figure 1 to uncover the open ring 17 and permit the flow 


therethrough of another quantity of molten glass. Now, 
continuing to follow the movement of the cam disc^ bearing 
in mind that the knife and piston are to the right (fig. 1) 
it will be remembered that the pressure of air at jthe right 
of the piston is constant, and to move the piston to the left 
the pressure at the left of the piston is reduced am} entirely 
removed when the cam 56 lifts the valve 46 to position in 
figure 5 so that the air passes through pipe 33, port 39, 
under open valve 41 to the atmosphere, and while this 
movement is taking place the valve 42 is closed. 

33 The continuous revolution of the discs with their 
cams causes a continuous reciprocation of the cutting 
device, and assuming the speed of the shaft to be ten revo¬ 
lutions per minute it will be seen that the cutting device re¬ 
ciprocates once every six seconds and that consequently a 
predetermined quantity of molten glass is severed every 
six seconds, and the piece of molten glass is deposited in a 
waiting receptacle for subsequent disposition. Ifhus the 
amount of glass delivered in the form of a billet is pbtained 
by timing the reciprocating movement of the knife blade, 
and by means of the screw bar for adjusting the (jam arm 
61, the quantity and weight of the billet may be accurately 
predetermined. 

One of the meritorious features of our invention is the 


compactness of the unitary structure embodying thie shear¬ 
ing or cutting device and its machines at present] in use. 
The entire structure may be readily attached or detached, 
using the bolts 10 and 15 as shown in figure 1, and fhe com¬ 
pactness of the machine renders it desirable for usp in lim¬ 
ited space. 

The location of the cutting blade or shear, directly be¬ 
neath and in close contact with the opening from the spout 
eliminates the possibility of air bubbles forming in the 
glass, as would be the case if the shear were located a dis- 
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tance below the opening, and the formation of the severed 
mass is different than if the molten glass were per- 
34 mitted to flow or pour from the opening of the spout 
or trough. When permitted to flow from the spout 
the pouring glass assumes a thread-like stream, while by 
the utilization of our cutting device, we sever a compact 
chunk or billet of molten glass as it emerges from the open¬ 
ing, and it is deposited, while in this form, into a waiting 
receptacle. By the combined use of the knife blade, which, 
in addition to its function of severing the molten glass, acts 
as a support for the metal in the opening, a comparatively 
large opening 2 may be employed, which will permit a cylin¬ 
drical mass of glass to emerge from the opening in homo¬ 
geneous, compact form, and, after being severed, this piece 
of glass falls into the waiting receptacle. And the glass 
in this form dropping into the receptacle 71, which may 
be a mold, eliminates the formation of bubbles, blisters, 
laps etc., in the subsequently formed and finished article. 
It will be readily seen that when once set in motion, and 
the proper adjustment of the timing device accomplished, 
the machine will operate continuously to produce pieces of 
molten glass of identical shape, size and weight, and with 
a predetermined regularity and speed. 

(Here follow two drawings, side folios 35 & 36.) 

37 (Claim of Original Application. Serial No. 797,067. 

Filed October 24, 1913.) 

1584. 

17. The combination with a receptacle containing molten 
glass and formed with a delivery opening, of a measuring 
and severing device adapted to alternately support the 
molten glass in the opening and to uncover the opening to 
permit passage of glass, means for timing the movement of 
the device, and means for altering said timing means to 
vary the quantity of glass passed from the opening. 

(Claims Inserted by Paper No. 12, Amendment “D”. 

Filed May 4, 1918, in Application. Serial No. 797,067. 

Filed October 24, 1913.) 

30. (Later claim 29.) Glass apparatus comprising a re¬ 
ceptacle for molten glass with a feed outlet therein, sue- 
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cessively operative knife structure constructed and 

mounted to shut off the feed when it severs, and cams 
controlling the movements of said knife structure, said 
cams being adjustable to vary the time between their! opera¬ 
tions. 

31. (Later claim 30.) Glass apparatus comprising a re¬ 
ceptacle for molten glass with a feed outlet therein, suc¬ 
cessively operative knife structure constructed and 

mounted to shut off feed when it severs, cams controlling the 
movements of said knife structure, said cams being ‘adjust¬ 
able to vary the time between their operations and| an in¬ 
termediate element co-operative with one of said cjams to 
further adjust and vary such time period. 

38 (Count of Interference No. 46,677. Involving 
Tucker & Reeves Application. Serial No. 197,067. 
Filed October 24, 1913. Dated November 16, 
1921.) 

1584. 


Paper No. 49. 
Count. 


Apparatus for separating molten glass into mold Charges, 
including a container for the glass having an outlet] sever¬ 
ing means operating periodically beneath the outlet] means 
for timing the suspension of successive gathers ctf glass 
beneath the outlet in timed relation to the operatioit of the 
severing means, and means for varying the time ot begin¬ 
ning of the suspension period relative to the time of sever¬ 


ing. 
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(Specification of Divisional Application of Oliver M. 
Tucker and William A. Reeves. Serial No. 148,985. 
Filed November 17, 1926. For Timing Meqhanism 
for Glass Feeders.) 


Specification. 

To all whom it mav concern: 

* 

Be it known, That we, Oliver M. Tucker and William A. 
Reeves, citizens of the United States of America, Residing 
at Columbus, in the Countv of Franklin and State bf Ohio 
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have invented certain new and useful improvements in 
Timing Mechanism for Glass Feeders, of which the follow¬ 
ing is a specification: 

40 This application is a division of our copending ap¬ 
plication for Letters Patent filed October 24, 1913, 
Serial Xo. 797,067, and is filed for the purpose of claiming a 
novel timing device disclosed in the said application. 

Our invention relates particularly to the timing of the 
operations of glass feeding apparatus that is operated by 
fluid pressure, and its general object is to provide a timing 
mechanism for controlling the admission and the exhaust of 
motive fluid in such a wav that the time of admission and 
the time of exhaust may be adjusted independently of each 
other and with accuracy. In the specific embodiment of our 
invention that is shown herein, we provide a fluid-inlet 
valve, an exhaust valve, and a cam for actuating each valve, 
the cams being carried by rotary disks and being adjustable 
around their axis of rotation so as to change the time of 
operation of either valve independently. To secure a finer 
adjustment of the time-interval between the actuation of the 
valves, we provide an intermediate actuating member inter¬ 
posed between one of the cams and its associated valve, this 
intermediate member being adjustable so as to change the 
time when the valve is actuated in response to the rotation 
of its cam. 

In the accompanying drawings, which are reproductions 
of a part of the drawings of our earlier application Serial 
Xo. 797,067 identified above, 

Figure 1 is an end elevational view, with parts in sec¬ 
tion, of a timing device constructed in accordance with our 
invention; 

Fig. 2 is a side elevation, on a reduced scale, of the struc¬ 
ture shown in Fig. 1; 

Fig. 3 shows an edge view of the pair of timing disks of 
the actuating device, part of the disks being broken away 
for convenience i of illustration. In connection with the 
disks, motive fluid valves are shown in operative relation. 

Fig. 4 is a vertical sectional view of a device for adjust¬ 
ing the position of the intermediate actuating arm of the 
device. 

Motive fluid, for operating the glass feeder with which 
our timer is to be associated, may be brought te the ap- 
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paratus constantly through a pipe 32 and may be alltowed to 
flow intermittently through a pipe 33 leading to an 

41 operating part of the glass feeder, such as the sheer 
mechanism or mechanism for controlling :he dis¬ 
charge of the glass. The pipes 32 and 33, as sliqwn, are 
connected to a valve casing 37 at ports 38 and 39, respec¬ 
tively, and this casing is also provided with an jexhaust 
port 40 open to the atmosphere. 

Within the valve casing 37 are a pair of valves 41 and 

42 adapted to seat upon their respective seats 43land 44, 
and these seats are connected by a passage 45, into which 
passage the port 39 also enters. Each valve has a stem, as 
46 and 47, movable in the body of the casing 37 which is 
perforated for the purpose, and the screw plugs 4$ and 49 
close the valve chambers and permit access to the jinterior 
of the casing. 

The valves are both held to their seats by motive fluid 
pressure, but are lifted therefrom by mechanical means, 
as follows: Upon a continuously revolving shaft 56, a pair 
of disks 51 and 52, which are connected bv the 'integral 
sleeve 53, are carried and revolve at constant speed iwith the 
shaft. The inner adjacent faces of these disks kre each 
dished so that their peripheries are formed with beveled 
edges 54 and 55 respectively, the beveled portions extend¬ 
ing entirely around the disks. 

The disks are provided for the purpose of carrying a pair 
of actuating cams or wedge-shaped blocks as 56 oil disk 51 
and 57 on disk 52. Each of the blocks is formedj with an 
undercut flange 58 adapted to engage the beveled edge of 
the disk and each block is clamped to the edge of | the disk 
by means of a clamp plate 59 and bolt 60 as clearly seen in 
Figs. 1 and 3. The cam blocks are adapted to actuate with 
the stems of the valves, and the interval between the[ periodi¬ 
cal lifting of the valves from their seats bv the cain blocks 
may be varied by adjusting the blocks around the pjerimeter 
of the disks. 

In addition to adjusting the position of the caiji blocks, 
on the disks, we provide for a closer and more minute ad¬ 
justment, which may be accomplished with! the ma- 
42 chine in operation. The device for accomplishing 
this auxiliary adjustment includes a pivothlly sup¬ 
ported lever arm 61 supported at 62 in the slotted and 
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perforated end of an internally threaded bar 63, which is 

encased bv a cylindrical sleeve 64. This sleeve is fashioned 

•> •> 

with a bracket arm 65, bv means of which it is attached to 
the valve casing 37, and a screw bar 66, having a knurled 
head 67, is rotatable on the sleeve. In Fig. 4, it will be seen 
that the threaded bar and screw coact, whereby the bar is 
projected from or made to recede within the sleeve 64. The 
arm 61 is fashioned with a downwardly projecting lug 68, 
which rests on the periphery of the disk as it revolves, and 
rides over the cam block or wedge 56 as the block passes 
thereunder. The upper edge of the arm 61, near its end, 
is formed with a curved face 69 upon which the lower end of 
the stem 46 rests, and it will thus be seen that the stem 46 
with its valve 41 is lifted through contact of the cam block 
56, lug 68, curved face 69 and stem 46. 

From this description it will be seen that by projecting 
the bar 63 from the sleeve 64, and assuming that the disks 
are revolving as shown bv the arrow in Fig. 1, the interval 
of time between the lifting of the inlet valve 42 and the lift¬ 
ing of the exhaust valve 41 is lengthened. This lengthens 
the time the compressed air is allowed to flow through the 
pipe 33 to the feeding apparatus. The time between the 
lifting of the exhaust valve 41 and the lifting of the inlet 
valve 42 is correspondingly shortened. 

By receding the bar within the sleeve the interval of time 
between the lifting of the inlet valve 42 and the lifting 
of the exhaust valve 41 is shortened. The time between the 
lifting of the exhaust valve 41 and the lifting of the inlet 
valve 42 is correspondingly lengthened. The pipe 32 may 
have a connection, as 32 a , Fig. 2, for transmitting pressure 
constantly to any desired part of the apparatus with which 
the control device is associated. 

43 The time-interval between the lifting of the inlet 
valve 42 and the lifting of the exhaust valve 41 
thus depends upon the relative positions of the cam mem¬ 
bers 56 and 57. These cam members are adjusted pe¬ 
ripherally around their respective disks to the approximate 
positions necessary to produce the desired time interval, 
and a finer adjustment may then be had by turning the 
screw head 67 to advance or retract the arm 61. 

When this apparatus is in use, the valve 42 is held to its 
seat by air pressure and the valve 41 is held off its seat by 
the cam 56, when the parts are in the position shown in 
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the drawing, so that air has exhausted from the 


pipe 33 


and to the atmosphere through the port 40. Tl|e disks 
are now revolved with the shaft 50, so that the disengage¬ 
ment of the cam 56 permits the valve 41 to drop to closed 


position, and a continued revolution of the disks brings 
the cam 57 in position to lift the valve 42 from its seat and 


open the valve, so that the constant pressure of air from 
the pipe 32 may enter and pass under the valve, j holding 
closed the valve 41 and then passing through the j pipe 33 
to the feeding apparatus. Continued movement of jthe cam 


disks brings the parts again to the position showh in the 


drawing. 

While the details of construction shown and described 


herein are well suited to carry out our invention, ix will be 
understood that various changes in the form and arrange¬ 
ment of parts may be made without departing from our 
invention as set forth in the appended claiihs. 

44 We claim as our invention: j 

1. Timing mechanism for glass feeding apparatus or the 
like, comprising a valve mechanism for controlling the in¬ 
troduction and exhaust of fluid to the glass feeding ap¬ 
paratus, a rotary cam disk carrying a cam elenkent, an 
intermediate member for periodically transmitting move¬ 
ment from said cam element to said valve mechanism, and 
means for adjusting said intermediate member with re¬ 
spect to said cam disk so as to advance or retard the time 
when said intermediate member is moved bv said cam 
element. 


2. Timing mechanism for glass feeding apparatus or the 
like, comprising a valve mechanism for controlling the in¬ 
troduction and exhaust of fluid to the glass feeding ap¬ 
paratus, a rotary cam disk carrying a cam eleipent, an 
intermediate member for periodically transmitting* move¬ 
ment from said cam element to said valve, and means for 
adjusting said intermediate member transversely to the 
axis of said cam disk so as to advance or retard tjhe time 
when said intermediate member is moved by s&id cam 
element. 

3. Timing mechanism for glass feeding apparatus or the 
like, comprising a valve mechanism for controlling 1 the in¬ 
troduction and exhaust of fluid to the glass feeding ap¬ 
paratus, a rotary cam disk carrying a cam element, a 
pivoted rocking member for periodically transmitting 
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movement from said cam element to said valve, and means 
for adjusting the pivot of said rocking member in a 
straight line transversely to the axis of said cam disk, so 
as to advance or retard the time when said intermediate 
member is moved bv said cam element. 

45 4. Timing mechanism for glass feeding apparatus 
or the like, comprising a rotary cam disk, a cam ele¬ 
ment carried by s&id disk, a valve-actuating member pivot¬ 
ally mounted at one of its ends and adapted to be rocked 
upon its pivotal axis by said cam element, and means for 
adjusting the pivot of said valve-actuating member to 
change the position of said valve-actuating member with 
respect to the path of said cam element, and for thereby 
changing the time, in the cycle of rotation of said cam ele¬ 
ment, at which said cam element engages and moves said 
valve-actuating member. 

5. Timing mechanism for glass feeding apparatus or the 
like, comprising a rotary cam disk, a cam element carried 
by said disk and adjustable circumferentially thereon, a 
valve-actuating member pivotally mounted at one of 
its ends and adapted to be rocked upon its pivotal axis 
by said cam element, and means for adjusting the pivot 
of said valve-actuating member to change the position of 
said valve-actuating member with respect to the path of 
said cam element, and for thereby changing the time, in 
the cycle of rotation of said cam element, at which said 
cam element engages and moves said valve-actuating 
member. 

6. Timing mechanism for glass feeding apparatus or the 
like, comprising a rotary cam disk, a control valve having 
a valve stem, and an intermediate member for transmit¬ 
ting movement from said cam disk to said valve stem, the 
said intermediate member being adjustable tangentially 
with respect to said cam disk so as to displace tangentially 
the place of contact of the cam disk [so as to displace 
tangentially the place of contact of the cam disk and said 

intermediate member.]* 

46 7. Timing mechanism for glass feeding apparatus 
or the like, comprising a support, a valve carried by 

said support, a valve actuator also carried by said sup¬ 
port and pivotally mounted at one of its ends, a rotary 
disk carrying a 'cam adapted periodically to move said 


[♦Words enclosed in brackets erased in copy.] 
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valve-actuating member, and means for adjusting tli|e pivot 
of said valve-actuating member so as to change th|e point 
at which said cam engages said member. 

8. Timing mechanism for glass feeding apparatus or the 
like, comprising a rotary cam disk, a cam element harried 
thereby, a valve, an intermediate pivoted member for 
transmitting movement from said cam element to said 
valve, an adjustable support for the pivot of sai4 inter¬ 
mediate member, and a screw for adjusting sai4 pivot 
back and forth so as to change the place at which s^id cam 
element engages said actuating member. 

9. Timing mechanism for glass feeding apparatus or the 
like, comprising a rotary cam disk, a cam element carried 
by said disk and adjustable circumferentially thereon, a 
valve having a valve stem, an intermediate valve-actuating 
member for transmitting movement from said cam jto said 
valve stem, a pivotal support for one end of said actuating 
member, a bracket, and a screw extending through said 
bracket and arranged to adjust the position of thb pivot 
of said intermediate actuating member. 

10. Timing mechanism for glass feeding apparatus or 
the like, comprising a fluid inlet valve, a fluid exhaust 
valve, and a rotary cam for actuating each valve, the said 
cams being relatively adjustable to vary the time interval 
between the actuation of said inlet valve and the actuation 

of said exhaust valve. 

47 11. Timing mechanism for glass feeding apparatus 

or the like, comprising a fluid inlet valve, a fluid ex¬ 
haust valve, a shaft, a cam mounted to rotate with said 
shaft and arranged to open said inlet valve, and another 
cam, also mounted to rotate on said shaft, and arranged to 
open said exhaust valve, the said cams being relatively ad¬ 
justable about the axis of said shaft to vary the time inter¬ 
val between the opening of said inlet valve and the opening 
of said exhaust valve. 

12. Timing mechanism for glass feeding apparatus or 
the like, comprising a fluid inlet valve, a fluid Exhaust 
valve, and a rotary cam for actuating each valve, both of 
said cams being independently adjustable around the axis 
of said shaft to adjust independently the time of actuation 
of said inlet valve and the time of actuation of said exhaust 
valve. 

13. Timing mechanism for glass feeding apparatus or 
the like, comprising a shaft, a cam element mounted for ro- 
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tation with said shaft, a valve, and an intermediate pivoted 
member for transmitting movement from said cam element 
to said valve, the said cam element being adjustable about 
the axis of said shaft to change the time, in the cycle of ro¬ 
tation of said shaft, when said cam element moves said 
pivoted member and said valve. 

14. Timing mechanism for glass feeding apparatus or 
the like, comprising a shaft, a plurality of cam disks car¬ 
ried bv said shaft, a cam member carried by each of said 
disks and adjustable circumferentially thereon, and a plu¬ 
rality of movable valve members arranged to be actuated 
by said cam members at relative times determined bv the 
positions of said cam members on said disks. 

48 15. Timing mechanism for glass feeders or the 

like, comprising a shaft, a pair of cam disks carried 
by said shaft, a cam member carried bv each of said disks, 
and adjustable circumferentially thereon, a pair of movable 
valve members arranged to be actuated bv said cam mem- 
bers at relative times determined by the positions of said 
cam members on said disks, and means for finely adjusting 
the relative positions of said cam members comprising a 
member interposed between one of said cam members and 
its associated valve member, and screw means for changing 
the position of said interposed member so as to change the 
place at which the associated cam element engages said in¬ 
terposed member. 

16. Timing mechanism for glass feeders or the like, com¬ 
prising a movable valve member, a rotary cam for actuating 
said valve member, and a pivoted arm interposed between 
said cam and said valve member for transmitting move¬ 
ment from said cam to said valve member. 

(Here follows drawing, side folio 49.) 

50 Amendment to Claim 16, from Amendment “B”, 
Dated January 17, 1929 (Filed January 21, 1929), 
of Divisional Application. Serial No. 148,985. 
Filed November 17, 1926. 

Claim 16, last line, change the period to a comma and 
add —said cam being adjustable to vary the time of actua¬ 
tion of said valve member.— 
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51 (Claim from Amendment “D”, Dated Novenkber 10, 

1930 (Filed November 11, 1930), of Divisional Ap¬ 
plication. Serial No. 148,985. Filed November 
17, 1926.) ; 

i 

26. Timing mechanism for glass working apparatus in¬ 
cluding fluid pressure conducting means, said mechanism 
comprising valve means, a plurality of spaced actuating 
members for operating said valve means for controlling 
the fluid pressure in said fluid pressure conducting jmeans, 
rotary means for engaging and moving said actuating mem¬ 
bers in succession, and means for adjusting the spacing be¬ 
tween said actuating members to thereby change the time 
relation between the movements of said actuating members. 

52 Decision by Board of Appeals, January 23, 1932, in 

Divisional Application of Tucker and feeeves. 
Serial No. 148,985. Filed November 17, 1926. 

This is an appeal from the action of the Examineii flnallv 
rejecting claims 10, 11, 12, 14, 16 and 26. j 

Claims 10 and 14 are reproduced for illustrative pur¬ 
poses : 

10. Timing mechanism for glass working apparatus or 
the like, comprising a fluid inlet valve, a fluid exhaust valve, 
a single fluid passage communicating with both valvps, and 
a rotary cam for actuating each valve, the said cams being 
relatively adjustable to vary the time interval between the 
actuation of said inlet valve and the actuation of shid ex¬ 
haust valve. 

14. Timing mechanism for glass feeding apparatus or the 
like, comprising a shaft, a plurality of cam disks carried by 
said shaft, a cam member carried by each of said di^ks and 
adjustable circumferentially thereon, and a plurality of 
movable valve members arranged to be actuated bv said 
cam members at relative times determined by the positions 
of said cam members on said disks. 

53 The patent to Bethel, 1,460,363, July 3, 192&, filed 
February 4, 1921 is relied on as a reference. 

The application involved was filed November 17^ 1926, 
and is a division of an application, Serial No. 797,067, filed 
October 24, 1913. The claims here involved were npt pre- l 
sented in the original"application nordid such application ; 
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contain claims of like scope. Appellants point to two 
claims which were counts 1 and 2 of an interference de¬ 
clared between the parent application and an application 
of one Peiler on January 27, 1920. These claims include 
broadly the mechanism here involved as an element of a 
combination drawn to glass feeding apparatus of a 
specific type. They do not dominate anything claimed by 
the patentee Bethel or any combination in which Bethel’s 
cam controlled valve mechanism is capable of use. The 
claims involve regulation of a feed period. As we view 
Bethel's disclosure, if we assume that one of his valve 
mechanisms is associated with glass feeding mechanism, 
no adjustment of the single cam associated with that valve 
would have anv effect on the duration of the feed though it 
might be utilized to time the feed with respect to some 
other machine operation such for instance as severing a 
charge. If the doctrine of estoppel is applicable, we do 
think that it can be avoided by the presence of claims such 
as pointed out in the original application. 

In this connection reference is also made to a claim 2 
which appeared in divisional application 750,065 filed No¬ 
vember 15, 1924, within two years of the filing of the Bethel 
application. This claim, though drawn to cam 
54 operated valve mechanism per se, is a specious claim 
readable on neither the Bethel disclosure nor that 
of the present application. The estoppel rule is not in our 
opinion avoided by such a claim. 

Appellant’s claims 10, 11 and 12 are not dominating 
claims but the Examiner holds that they are not patentable 
over matter as to which appellants are estopped. 

These claims call for fluid inlet valves and fluid exhaust 
valves and cams individual to each, the cams being rela¬ 
tively adjustable. In Bethel’s structure each individual 
valve and cam controls both the admission and exhaust 
from a given machine instrumentality. The time during 
which such instrumentality can be subjected to fluid pres¬ 
sure cannot be affected by cam adjustment. It might be 
changed by the substitution of a different cam but that is 
not what these claims cover. As these claims involve novel 
structure and functional advantages over the Bethel dis¬ 
closure we regard them patentable even if we go so far 
as to hold Bethel’s disclosure prior art against them. 
v v Claims 14,16 and 26 clearly read on the Bethel disclosure 
and features of such disclosure that are included in Bethel’s 
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claims. They are not drawn to structure incidentally dis¬ 
closed by Bethel and which did not enter into the invention 
claimed. Bethel might reasonably have applied fbr a re¬ 
issue of his patent and presented claims such as 14, 16 and 
26 without a charge of claiming a different invention. He 
would not now or after a lapse of two years, unless his de¬ 
lay was .excusable because of special circumstances, be al¬ 
lowedly broaden his patent by a reissue including 

55 claims of this character because of laches and im- 

i 

plied injury to the general public or some member 
thereof. In other words, after a lapse of two y^ars the 
public has a vested interest in disclosed but unclaimed sub¬ 
ject matter in an issued patent. The patentee may prevent 
the vesting of this interest by filing a reissue application 
claiming the matter within the two year period. American 
Autometer Co. vs. Porter 232 Fed. 456 and Ex parte 
Schneider 1920 C. D. 9 are authority for the proposition 
that intervening rights will be presumed after two years in 
cases where a reissue with broadened claims is sought after 
a lapse of two years. We think it not unreasonable that 
another than the patentee if he desires to prevent the vest¬ 
ing of the rights of the general public should asjsert his 
claim within the two year period. That the reasoning of 
reissue cases is followed by analogy in cases involving the 
question of estoppel is asserted by the Supreme Cou^’t in the 
case of Webster vs. Splitdorf 264 U. S. 463 wherein they 
say: 

“That in cases involving laches, equitable estoppel, or 
intervening private or public rights, the two year tipie limit 
prime facie applies to divisional applications and ban only 
be avoided bv proof of special circumstances iustifving a 
longer delay. In other words, we follow in that respecFfhe 
analogy furnished by the patent reissue cases.” Emphasis 
ours. 

Appellants assert that the estoppel found in the Webster 
vs. Splitdorf case was because of the fact that K^ne and 
Podlesak had actually confronted each other and a decision 
had been rendered in favor of Podlesak. It appears that 
Kane would have been in no better position had 

56 he made the broad and dominating claims when he 
filed his divisional application in April, 1015, in- 


5—6255a 
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stead of in June, 1918. The court in substance so states in 
that part of their decision quoted on page 30 of appellant’s 
brief and rests its decision on laches rather than prior ad¬ 
judication as urged by appellants. 

Throughout the 1 whole decision delay is emphasized. Thus 
they sav: 

4 ‘The long delay of Kane and his assignee in coming to 
the point tends strongly to confirm the view that the final 
determination to do so was an exigent afterthought, rather 
than a logical development of the original application. We 
have no hesitation in saving that the delay was unreason- 
able, and under the circumstances shown by the record, con¬ 
stitutes laches, by which the petitioner lost whatever rights 
it might otherwise have been entitled to.” In our opinion 
the prior interference referred to by appellants was not a 
vital circumstance without which the holding would have 
been favorable to Kane. Otherwise the facts are quite 
analogous to those at bar. 

Appellants seek to distinguish from the case of In re 
Nathan relied on bv the Examiner on the theory that his 
right to dominating claims was denied because of abandon¬ 
ment rather than because of estoppel. The Examiners-in- 
Chief did hold abandonment but the Commissioner in affirm¬ 
ing their decision says, after pointing out that Anderson 
and Nathan at the time the Anderson patent issued were 
not claiming the same patentable invention and that 
57 there was no claim in Anderson’s patent which 
Nathan could make and after pointing out that the 
claim in issue did not appear in Nathan’s case until seven 
and one-half years after the grant of the Anderson patent, 
“Under these circumstances the principles enunciated in 
Ex parte Fritts 227 0. G. 742; 45 App. D. C. 211, as to domi¬ 
nating claims applies to the ruling of the Examiners-in- 
Ohief that he is now estopped from asserting this claim at 
this late date is clearly correct.” (Emphasis ours.) 

In affirming the decision the court makes no mention of 
abandonment and bearing in mind that Nathan was not 
copying a claim of the Anderson patent the court says: 

“The purpose 1 of the limitation of two years is to re¬ 
quire prompt action after the intervening patent has be¬ 
come public, and we perceive no different, so far as the 
application of the period of limitation is concerned, be- 
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tween such a case and one where the claim to the invention 
appears first in the divisional application.’’ 

| 

We regard the Nathan case authority for the action taken 
bv the Examiner. 

As pointed out by appellants, in the case of Craig vs. 
Mayer, 11 F. (2d) 207, the parties actually confronted each 
other in an interference proceeding but the court in deny¬ 
ing Mayer’s right to make a dominating claim pointed out 
that there was no interference in fact between |the two 
disclosures. Mayer’s contention to the contrary notwith- 
standing. Appellants contend that when the court said 
that ‘‘Mayer, from his record” was in no position “to 
make a claim or be awarded a claim that will dominate 
the Craig invention” they might have had in mind certain 
disclaimers pointed out in Craig’s brief rather than 
58 laches or delay in presenting the claim. It is our 
view that laches was what the court had in mind as 
prior to making the quoted statement they say: 

“This is not a case where Mayer from the beginning has 
had claims covering the disclosures of the Cranj patent. 
If such were the case, and he had promptly askejl for an 
interference upon the issuing of the Craig patent, ye would 

be confronted bv a different case.” ! 

•/ | 

I 

Again in the last paragraph of their decision they state: 

i 

“He (Mayer) is now before us again with blaim 16 
which he insists is sufficiently broad to cover any means for 
accomplishing the specific thing set out in the (fclraig in¬ 
vention. (In other words a dominating claim.) If this 
contention could be sustained, it would avail nothing, since 
this claim came into the case too late.” (Parenthetical 
matter ours.) j 

i 

The office decisions in the Chamberlain and Sears cases 
referred to by the Examiner and by appellants clearly sup¬ 
port the Examiner’s holding and in our opinion aife in turn 
supported by the decisions above discussed. 

The decision of the Circuit Court of Appeals, 6th Cir¬ 
cuit, Wagenhorst vs. Hydraulic Steel Co., 27 F. (2d) 27, 
is of interest in that it throws light on the interpretation 
of the Webster v. Splitdorf decision. In the Wagenhorst 
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decision Judge Denison, in discussing the Webster decision, 
says: 

“In other words claims 7 and 8 (dominating claims) 
were invalid because, in an effort to broaden any previous 
statements of the invention, they were first presented by 
an amendment offered five years after their subject matter 
had been disclosed to the public by Podelsak’s patent, and 
such an effort to broaden the claim of invention was, bv 
analogy to the reissue rule, barred by laches, estoppel, and 
intervening rights.’’ (Emphasis ours.) 

We have carefully considered the very able brief pre¬ 
sented in appellant’s behalf but are constrained to 
59 hold that the position taken by the Examiner with 
respect to claims 14, 16 and 26 is sound. His action 
as to these claims is therefore affirmed. His action as to 
claims 10, 11 and 12 is reversed. 

F. M. HOPKINS, 

Assistant Commissioner, 
EUGENE LANDERS, 

Examine rAn-Chief , 

P. P. PIERCE, 

, Examine r-in-Chief , 

Board of Appeals. 

January 23, 1932. 

(Here follows specification, side folios 60-65.) 

66 Filed May 17, 1934. Frank E. Cunningham, Clerk. 

The foregoing is a true and correct statement in sub¬ 
stance, according to the stipulation between counsel for the 
respective parties hereto, of the evidence offered on the 
hearing of the above-entitled cause on behalf of the parties 
plaintiff and defendant as offered, given and received in 
open Court, and the same is accordingly approved as such 
to become and be a part of the record on the appeal in the 
said cause, according to the provisions of the rule of Court 
in such case made and provided, this 17th day of May, 1934. 

JENNINGS BAILEY, 

Justice. 
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To all whom it may concern: 

Be it known that I, Albert It. Bethel, 
a citizen of the United States, residing at 
Minotola, county of Atlantic, State of New 
6 Jersey, have invented a new and useful 
Valve Mechanism for Glass Machines, of 
which the following is a specification. 

My present invention comprehends a 
novel construction and arrangement of a 
10 cam operated valve attachment which al¬ 
though especially designed to be employed 
in conjunction with glass machines is not 
limited to such use but may be employed 
in any case wherein a plurality of valves are 
16 used, the number of which depends upon 
the number of operations which are to be 
performed. 

It further comprehends a novel construc¬ 
tion of valve mechanism wherein a driven 
20 shaft has adjustably mounted thereon a plu¬ 
rality of cam supports to which cams are 
adapted to be adjustably connected, said 
cam supports being carried by a sleeve 
loosely mounted on said shaft and forming 
25 part of a clutch whereby all the cams can be 
rendered operative upon the proper actua¬ 
tion of a clutch lever to control the admis¬ 
sion of motive fluid to operate a number of 
independent mechanisms. 

30 Other novel features of construction and 
advantage will hereinafter more clearly ap¬ 
pear in the detailed description of the in¬ 
vention. 

For the purpose of illustrating my inven- 
35 tion, I have shown in the accompanying 
drawings a typical embodiment thereof 
which is at present preferred by me, since 
this embodiment will be found in practice to 
give satisfactory and reliable results, al- 
40 though it is to be understood that the va¬ 
rious instrumentalities of which my inven¬ 
tion consists can be variously arranged and 
organized and that my invention is not lim¬ 
ited to the precise arrangement and organi- 
45 zation of these instrumentalities as herein 
shown and described. 

Figure 1 represents, in front elevation, a 
valve attachment, embodying my invention. 

Figure 2 represents a section on line 2—2 
50 of Figure L 

Figure 3 represents a section on line 3—3 
of Figure 1. 

Similar numerals of reference indicate 
corresponding parts. 

55 RAferring^> the drawings. 


1 designates standards in which is jour¬ 
nalled a shaft 2 which in a glass machine 
is operatively connected with the motor of 
the feeding or gathering device in order to 
be driven thereby, it being of course under- 60 
stood that this shaft may be driven in any 
desired manner. The shaft 2 has loosely 
mounted on it a clutch sleeve 3 having a 
clutch arm 4 which is adapted to co-operate 
with the clutch arm 5 carried by a co oper- 65 
ating clutch member 6 which is keyed to the 
shaft 2, as indicated at 7, in order that it 
can be longitudinally adjusted thereon. 

The sleeve 3 is provided with a longitudi¬ 
nally extending groove 8 in order to adapt 70 
it to adjustably receive a cam block or sup¬ 
port 9 which is secured in its adjusted po¬ 
sition by means of a set screw 10. The 
sleeve 3 is of such length that any desired 
nuifiber of such cam blocks or supports can 75 
be secured to it in accordance with the num¬ 
ber of operations which are to be independ¬ 
ently controlled. The cam support 9 is pro¬ 
vided with an annular groove 11 formed in 
a boss or enlargement 12 and secured in the 80 
groove 11 by means of fastening devices 13 
which pass through apertures 14 is a cam 
leaf 16 provided with a curved periphery 
16 and with the end faces 17 and 18, respec¬ 
tively. I provide a series of apertures 14 85 
in order that a cam leaf 15 can be secured 
at any desired point on the periphery of the 
cam support. 

The cam face 16 of the cam 15 is adapted 
to bear against the under face of an arm 19 go 
which is pivotally supported at 20 in a 
bracket 21 which is secured by means of 
fastening device 22 to a casing 23 which' 
forms a manifold and which communicates 
with a source of motive fluid supply such 05 
as, for example, compressed air. The cas¬ 
ing 23 is flanged at its end and secured to 
the standards 1 by means of fastening de¬ 
vices 24 which pass through such flanges. 

The chamber 25 of the casing 23 which is in 100 
communication with- a source of fluid sup¬ 
ply communicates by means of ports 26 with 
the respective valve support 27, it being un¬ 
derstood that a separate port is provided 
for each valve support. The valve support 105 
27 is provided with a chamber 28 communi¬ 
cating with a port 26 and with a port 29 
which latter places the chamber 28 in com¬ 
munication with an annular groove _ 30_ 

which communicates with ports 32 in a no 
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valve easing 33 , which . latter is provided 
with a valve chartiber 34 in which is adapted 
to reciprocate a double headed valve 35 
which is moved in on$ direction by means of 
6 a spring 36 in order to maintain the \alve 
stem 37 in contact with the arm 19 which 
actuates it. The valve casing 33 is provided 
with ports 39 which communicate with an 
annular groove 40 which is in communica- 
10 tion with a pipe 4l leading to the mechanism 
to be controlled] it being understood, that 
live motive fluid will pass through the pipe 
41 when the parts ate in the position seen 
in Figure 2. ] i 

15 The valve casing 33 is also provided with 
port^ 42 which domihunicate with an annu¬ 
lar groove 43 with \vhich is in communica¬ 
tion the exhaust ports 44 which lead from 
the mechanism which is being controlled, it 
20 being seen that when the parts are in the 
position seen in Figure 2, the exhaust from 
the mechanism being controlled can take 
place through the pipe 44, groove 43, port 42 
and the open end 31 of the valve casing. 

25 The upper end of th§ casing 33 is provided 
with a vent 38, The valve casing is also 
provided with flanges 45 which are secured 
to the manifold casing 23 by means of fas¬ 
tening devices 46. The valve casing 33 is 
50 also provided with the flange 47 which is 
secured to the support 27 by means of fas¬ 
tening devices 48.. The clutch collar 6 is 
provided in the usual manner with an an¬ 
nular groove 49 to receive the end of a clutch 
35 lever 50 which is preferably bifurcated and 
this controlling lever 50 is fulcrumed at 51 
to a fixed point such as, for example, the 
manifold casing 23. ’ 

The operation of my novel mechanism will 
4 0 now be apparent to those skilled in this art 
to which my invention appertains and is as 
follows:— 

I employ as many valves and their con¬ 
trolling means as may be necessary to per- 
45 form the different operations in the cycle of 
any type of machine such as, for example, 
a glass machine used in the manufacture of 
glassware. The sleeve 3 which is loosely 
mounted on the shaft 2 has fixed thereon in 
50 proper position the desired number of cam 
supports 9 and the; sleeve adjusted to its 
proper position by means of the hand wheel 
52 mounted on the sleeve, the set collars 53 
. and 54 retaining the parts in their proper 
65 position on the shaft 2 with respect to the 
clutch collar 6. The cam supports are pro¬ 
vided with a row of apertures 14 spaced 
around their periphery so that the cam leaf 
15 can be secured to their respective cam sup- 
60 ports by means of the fastening devices 13 
in such a manner that they will operate their 
independent valve mechanism at the desired 
time during the rotation of the sleeve 3. The 
driven shaft 2 normally rotates freely witli- 
65 in the clutch sleeve 8 but when the lever 50 is 


actuated to bring the clutch member 5 into 
the path of the clutch member 4, the sleeve 3 
will rotate in unison with the shaft 2, as 
is evident. This causes the valve 35 during 
each revolution of the sleeve 3 to be moved 70 
outwardly by the arm 19 and the cam 15 in 
order to permit live motive fluid to pass 
from the chamber 25 of the manifold 
through the port 26, chamber 28, groove 30, 
ports 32 in the valve casing into the valve 75 
chamber 34 and therefrom to the port 39, 
groove 40 and pipe 41 to the mechanism to 
be controlled. The exhaust takes place as 
already described through the pipe 44. As 
soon as the cam 15 passes out of contact 80 
with the arm 19 the spring 36 moves the 
valve 35 downwardly thereby permitting 
live motive fluid to pass from the valve 
chamber 34 through the port 42, groove 43 
and pipe 44 to .the mechanism control to ac- 86 
tuate it in a reverse direction from that in 
which it was formerly actuated. The ex¬ 
haust from such control mechanism now 
takes place through the pipe 41, groove 40, 
ports 39, valve chamber 34 and the vent 38. 90 
It will be apparent that in accordance 
with my present invention each operation 
of the machine control can be performed by 
its own independent valve and the oper¬ 
ations of all of the valves are controlled by ® 5 
the manually actuated lever 50. 

It will now be apparent that I have de¬ 
vised a novel and useful construction of a 
valve mechanism for glass machines which 
embodies the features of advantage enumer- loo 
ated as desirable in the statement of the in¬ 
vention and the above description, and while 
I have, in the present instance, shown and 
described a preferred embodiment thereof 
which will give in practice satisfactory and 105 
reliable results, it is to be understood that 
such embodiment is susceptible of modifi¬ 
cation in various particulars without depart¬ 
ing from the spirit or scope of the inven¬ 
tion or sacrificing any of its advantages. HO 
Having thus described my invention, what 
I claim as new and desire to secure by Let- • 
ters Patent, is: 

1. A valve attachment comprising a 
driven shaft, a clutch sleeve loosely mounted 115 
on said shaft, a clutch collar keyed to said 
shaft and adapted to cooperate with said 
clutch sleeve, a plurality of cam supports 
carried by said sleeve each of said cam sup¬ 
ports having an annular groove therein, a 120 
cam member circumferentially adjustable in 
said groove, means to fix a cam member in its 
adjusted position, an independent valve 
mechanism independently controlled by each 
cam member, and a hand wheel carried by 125 
said clutch sleeve whereby the clutch sleeve 
can be partially rotated to determine the 
proper location of the cams and thereby the 
timing of the operation of said valve mech¬ 
anism. 130 



2. A valve attachment comprising stand¬ 
ards. a driven shaft journalled in said stand¬ 
ards, an intake manifold for live motive 
fluid carried by said standards, a clutch 
5 sleeve loosely mounted on said shaft, a plu¬ 
rality of cam supports adjustable on said 
clutch sleeve, cam members circumferen¬ 
tially adjustable on said cam support, a man¬ 
ually actuated clutch collar carried by said 
10 shaft to control the rotation of said clutch 


sleeve, and a plurality of independent valve 
mechanisms in communication with said 
manifold and carried thereby and opera¬ 
tively connected with said cam members to 
be controlled by them. 

ALBERT R. BETHEL. 

Witnesses: 

Rak B. Laper, 

Martha R. Robeson. 
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67 Filed May 17, 1934. Frank E. Cunningham, Clerk. 

i 

Supreme Court of the District of Columbia. 

i 

i 

In Equity. 

No. 54,271. 

Hartford-Empire Company, Plaintiff, 

VS. 

I 

Conway P. Coe, Commissioner of Patents, Defendant. 

To Enforce Issuance of Letters Patent. 

i 

i 

Stipulation . 

i 

It is hereby stipulated and agreed by and betweeji coun¬ 
sel for the respective parties hereto, that the annexed 
statement of evidence, filed herewith, shall be substituted 
for and in the place of and supersede the paper entitled 
“Memorandum of the Trial”, constituting the plaintiff’s 
proposed statement of evidence filed herein on April 23, 
1934. ! 

And it is further stipulated and agreed by and between 
counsel for the respective parties hereto that the ahnexed 
statement of evidence, together with the copies of papers 
attached thereto, shall constitute the statement of evidence 
in this cause. 

S. F. PARHAM, ! 

Of Counsel for Plaintiff-Appellant^ 

Hartford-Empire Company. 

T. A. HOSTETLER, 

Counsel for Defendant-Appdllee. 

i 


May 17, 1934. 
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Supreme Court of the District of Columbia. 

In Equity. 

No. 54,271. 

Hartford-Empire Company, Plaintiff, 


vs. 

Conway P. Coe, Commissioner of Patents, Defendant. 

To Enforce Issuance of Letters Patent. 

Order . 

Upon consideration of the stipulation between counsel for 
the respective parties hereto, that the annexed statement 
.of evidence shall be substituted for and in the place of 
and shall supersede the paper entitled 1 ‘ Memorandum of 
the Trial”, constituting the plaintiff’s proposed statement 
of evidence, and that the annexed statement of evidence, 
together with the copies of the papers attached hereto, shall 
constitute the statement of evidence in this cause, it is 
hereby 

Ordered, this 17th day of May, 1934; 

That the annexed statement of evidence be, and the 
same hereby is, substituted for and in the place of and shall 
supersede the paper entitled “Memorandum of the Trial”, 
filed on April 23, 1934; and that the annexed statement of 
the evidence, together with the copies of papers attached 
thereto, shall constitute the statement of evidence in this 
cause. 

JENNINGS BAILEY, 

Justice. 

May 17,1934. 

Endorsed on cover: District of Columbia Supreme Court. 
No. 6255. Hartford-Empire Company, appellant, vs. Con¬ 
way P. Coe, Commissioner of Patents. United States 
Court of Appeals for the District of Columbia. Filed Jun. 
26,1934. Henry W. Hodges, Clerk. 
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In the 

United States Court of Appeals for the 
District of Columbia 


No. 6255 


HARTFORD-EMPIRE COMPANY, Appellant, 


CONWAY P. COE, Commissioner of Patents, Appellee. 


BRIEF FOR PLAINTIFF-APPELLANT 
Statement of the Case 

This appeal is from a decision of the Supreme Court of 
the District of Columbia dismissing plaintiff’s bill brought 
under the provisions of Section 4915, Revised Statutes. The 
following claims are in issue: 

“14. Timing mechanism for glass feeding appa¬ 
ratus or the like, comprising a shaft, a plurality of 
cam disks carried by said shaft, a cam member carried 
by each of said disks and adjustable circumferentially 
thereon, and a plurality of movable valve njembers 
arranged to be actuated by said cam members at rela¬ 
tive times determined by the positions of said cam 
members on said disks. 


“16. Timing mechanism for glass feeders or the 
like, comprising a movable valve member, aj rotary 
cam for actuating said valve member, and pivoted arm 
interposed between said cam and said valve member 
for transmitting movement from said cam to said valve 
member, said cam being adjustable to vary tpe time 
of actuation of said valve member. 

“26. Timing mechanism for glass working appa¬ 
ratus including fluid pressure conducting meahs, said 
mechanism comprising valve means, a plurality of 
spaced actuating members for operating sai^i valve 
means for controlling the fluid pressure in saJid fluid 
pressure conducting means, rotary means for engaging 
and moving said actuating members in succession, and 
means for adjusting the spacing between said!actuat¬ 
ing members to thereby change the time relation be¬ 
tween the movements of said actuating members.” 



These claims were denied to plaintiff because of alleged 
laches in asserting them more than three years after issuance 
of the Bethel patent 1,460,363. 

The term “plaintiff” herein designates the “appellant” 
and at times includes its assignors, Tucker & Reeves. 

The undisputed facts are: 

On October 24, 1913, Tucker & Reeves (plaintiff’s as¬ 
signors) filed their original application Serial No. 797,067 for 
improvements in glass working machines (R. p. 15) fully dis¬ 
closing the inventions of the claims in issue. 

As filed, and prior to July 3, 1923 (the date of issue of 
the Bethel patent), the Tucker & Reeves original application 
Serial No. 797,067 contained claims to the subject matter of 
the claims in issue in combination with glass feeding apparatus 
(Finding of Fact 6, R. p. 8). Examples of these claims are 
Nos. 17, 30 and 31 (R. pp. 22-23). 

The Commissioner of Patents placed that original appli¬ 
cation in interference, with parties other than Bethel, in January, 
1920, and it remained continuously involved in such inter¬ 
ferences until December 3, 1925, during which period ex parte 
prosecution w*as suspended by the Rules of the Patent Office 
(Patent Office Rule 101 and Finding of Fact 8, R. p. 9). An 
example of the issues of such interferences is the count of 
Interference No. 46,677 (R. p. 23). 

On November 17, 1926, Tucker & Reeves filed application 
Serial No. 148,985, (R. p. 23 et seq.) which application was a 
division of the then pending original application Serial No. 
797,067, filed October 24, 1913 (Finding of Fact 2, R. p. 8). 

This divisional application, when filed on November 17, 
1926, asserted the first of the particular claims in issue (Find¬ 
ing of Fact 7, R. p. 9). 

The Bethel patent 1,460,363 (opposite R. p. 36) was issued 
July 3, 1923, on application filed February 4, 1921. The Bethel 
patent shows by its drawing and the description of its specifi¬ 
cation a timer structure upon which the claims in issue may 
be read (Finding of Fact 4, R. p. 8). 

The claims of the Bethel patent are to inventions different 
from any invention either disclosed or claimed by Tucker & 
Reeves and do not read upon the disclosures of either of the 
Tucker & Reeves applications (Finding of Fact 5, R. p. 8). 
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No interference between Tucker & Reeves and Bdthel was 
had, or could have been had (Conclusion of Law 4, R. Jp. 9). 

Both of the Tucker and Reeves applications were Regularly 
filed and prosecuted at all times within the periods required 
by the Patent Statutes. 

No evidence was submitted (1) tending to establish 
plaintiff’s actual knowledge of the Bethel patent prior to 
November 17, 1926; (2) of public or private use of the in¬ 
vention of the Bethel patent at any time; (3) of knowledge 
in Bethel or the public of any omission of Tucker ^ Reeves 
or of plaintiff; (4) of damage to any person or persons, or of 
any change of position by anyone resulting from an|y act or 
omission of Tucker & Reeves or of plaintiff. 

The plaintiff objected to the defendant’s offer in evidence 
of the Bethel patent on the ground of its immateriality and 
irrelevancy. This objection having been overruled, an excep¬ 
tion was taken and allowed (R. p. 15). 

On this record, the Court below dismissed plaintiff’s bill 
on the grounds that 

“Plaintiff is not entitled to the claims in issue 
under the authority of Webster v. Splitdorf, 2(54 U. S. 
463; Chapman & Chapman v. Wintroath, 252 U.j S. 126; 
In re Nathan, 51 App. D. C. 347.” (Conclusion of Law 
1, R. p. 9.) 

and that 

“Plaintiff’s delay of more than three ye4rs after 
the granting of the Bethel patent in asserting the 
claims involved in this suit constituted lachqs which 
defeats plaintiff’s right to these claims.” (Conclusion 
of Law 5, R. p. 9.) 

Questions Involved 

(1) In the absence of any explanation therefcjr, other 
than that they were proceeding in accordance with the pro¬ 
visions of the Patent Statutes and the Patent Officje Rules, 
does the lapse of more than three years from the publication 
of the Bethel patent to the assertion by Tucker & Reeves of 
the particular claims in issue (not claimed by Bethel), con¬ 
stitute such laches as to defeat plaintiff’s otherwise Admitted 
statutory right to a patent for the invention of these claims? 

(2) If explanation of such lapse of time be required, is 
not the same supplied by one or both of the following special 
circumstances: 
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(a) The pendency during the entire period in question of 
the Tucker & Reeves original application, containing claims 
involving subject matter of the particular claims in issue? 

(b) The interference proceedings involving the Tucker & 
Reeves original application continuously from a time prior to 
the beginning of the period in question until a date within one 
year from the filing of the Tucker & Reeves divisional applica¬ 
tion? 


Assignments of Error 
Relied On (R. p. 10) 

“1. That the Court erred in dismissing the plain¬ 
tiff’s Bill of Complaint. 

“2. That the Court erred in not granting to the 
plaintiff the relief sought by the Bill of Complaint. 

“3. That the Court erred in not issuing an order 
finding that the plaintiff is entitled, according to law, 
to receive a patent for the inventions of Oliver M. 
Tucker and William A. Reeves as set forth in claims 
14, 16 and 26 of their divisional application, Serial No. 
148,985, filed November 17, 1926. 

“4. That the Court erred in holding (Conclusion 
of Law No. 1) that ‘Plaintiff is not entitled to the 
claims in issue under the authority of Webster v. Split- 
dorj, 264 U. S. 463; Chapman & Chapman v. Wintroath, 
252 U. S. 126; In re Nathan, 51 App. D. C. 347. 

“5. That the Court erred in holding (Conclusion 
of Law No. 5) that plaintiff is chargeable with laches, 
which defeats its right to the claims involved in this 
suit, because these claims were not asserted until more 
than three years after the granting of the Bethel 
patent. 

“6. That the Court erred in holding (Memoran¬ 
dum Opinion) that the lapse of time (between the 
grant of the Bethel patent and the presentation of the 
first of the claims in issue) constituted unexplained 
delay and shows such laches as to defeat plaintiff’s 
rights. 

“7. That the Court erred in admitting the Bethel 
patent (Defendant’s Exhibit C) over the objection of 
plaintiff that the same was irrelevant and immaterial 
and that this error was prejudicial to plaintiff. 
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“8. That the Court erred in considering the issu¬ 
ance of the Bethel patent (Defendant's Exhibit C) to 
be material or relevant to the rights of the plaintiff 
to the claims in issue. 

I 

“9. That the Court erred in predicating laches on 
delay in presenting the claims in issue after the girant 
of the Bethel patent, despite the facts (Finding N6. 4) 
that the claims of the Bethel patent do not read fipon 
the Tucker & Reeves applications, that Tucker & 
Reeves did not have and could not have had interfer¬ 
ence with the Bethel patent, and that the claiihs of 
the Bethel patent are to inventions different froifi the 
inventions of the claims in issue. 

“10. That the Court erred in failing to hold! that 
since plaintiff’s assignors, Tucker & Reeves, i were 
within their statutory rights in presenting the cflaims 
here in issue at the time such claims were presented, 
the issuance of the Bethel patent, which merely dis¬ 
closes but does not claim the inventions of these Claims 
and is not prior art, could not, either directly of * indi¬ 
rectly deprive Tucker & Reeves of their statutory 
right to such claims.” 


ARGUMENT 

I. Plaintiff Is Not Chargeable With Delay j 

(1) The Claims in Issue are Merely Logical 
Developments of Original Claims 

From a comparison of the claims standing in their (applica¬ 
tion prior to July 3, 1923, (R. pp. 22, 23) with the claims now 
in issue, it will be seen that all these claims require fjor their 
support in the Tucker & Reeves applications, the sayne timer 
mechanism. While the claims of the two sets vary somewhat in 
the number and/or in expression of detailed elements entering 
into the several combinations, they are all fairly descriptive 
of the only structure disclosed as embodying the pucker & 
Reeves invention to which all these claims are 

In a broad sense, the claims are all to the same Invention, 
i. e., that invention for which Tucker & Reeves filed their 
application as required by Section 4888. Chapman v. Beede, 
54 App. D. C. 209; 296 Fed. 956; 1924 C. D. 270; Leonard v. 
Everett , 52 App. D. C.; 281 Fed. 594; 1922 C. D. 1421; Porter v. 
Louden, , 7 App. D. C. 604; 1895 C. D. 707. 
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In Porter v. Louden, this Court held that there is no proper 
line of division between one application covering a specific 
device and implying certain adjuncts and another application 
by the same inventor for a combination of the device and the 
adjuncts, and onei application should not go to patent while 
the other is in interference. 

The defendant objects to the claims on the theory that 
they “dominate” the use of the Bethel timer. While the fact of 
dominance is not controlling in this case, it is noted that, if the 
claims in issue are said to “dominate” the Bethel structure, 
then the claims standing in the Tucker & Reeves application 
prior to the issuance of the Bethel patent also “dominate” 
that structure. It is true that the extent of this dominance is 
not precisely the same in both cases, though as a practical 
matter any effective use of the Bethel timer with a glass feeder 
would fall within the ambit of the antecedent claims. 

But dominance of the later Bethel patent by the earlier 
filed application of Tucker & Reeves would not destroy the 
Tucker & Reeves present right to the claims in issue, nor 
would it affect the validity of the Tucker & Reeves patent 
when issued. In New Jersey Zinc Co. v. Singmaster, 71 Fed. (2d) 
277, 279, the Circuit Court of Appeals for the Second Circuit 
said: 


“There should be no confusion between the right 
of the owner of a dominating patent to prevent in¬ 
fringement thereof by improvement patents and the 
right of the improver to his improvements and his right 
to prevent infringement of the improvement patents 
by the owner of the dominating patent. * * * The 

patents are separable. They are independent inventions. 
* * * The law recognizes the validity of both 

patents, where the second is an improvement of the 
first, and neither of the two patentees can lawfully 
use the invention of the other without the other's con¬ 
sent. Cantrell v. Wallick, 117 U. S. 689, 6 S. Ct. 970, 29 
L. Ed. 1017; Appleton v. Bacon & North, 2 Black (67 
U. S.) 699, 17 L. Ed. 338.” 

The gist of the matter is that where the two patents are 
to independent inventions, there is, in law, no conflict, and 
neither affects the validity of the other, even though one is 
dominating and the other is subordinate. 

The case here is not one in which plaintiff is making a 
belated attempt to acquire the franchise of the Bethel patent 


or any right of the public to use mechanism not jvithin the 
original contemplation of the Tucker & Reeves Application, 
but is a usual case of continued and proper efforts op the part 
of the applicants, made in accordance with the statutory pro¬ 
visions, to define accurately their invention originally set out 
and described in their original application. 

(2) Delay Caused by Interference 

j 

The Court below has specifically found that thfe plaintiff 
was not chargeable with laches by reason of any act or omis¬ 
sion prior to July 3, 1923, (Conclusion of Law 2). from that 
date until December 5,1925, ex parte prosecution was suspended 
by the Patent Office Rules (Rule 101). To have filed the 
divisional application during the interference period would 
have been, as stated by this Court in Porter v. Louden, supra, “an 
unwarrantable departure from good practice” and wpuld have 
actually not advanced the prosecution. 

Thus, had the present divisional application |>een filed 
during the interference period, and it would necessarily have 
had to be filed during the interference period to be wjithin two 
years of the issuance of the Bethel patent, the Patent Office 
would have suspended all action thereon, and hence filing at 
such a time would have been futile. 

The delay involved in this case was, in all, three years, 
four months and twenty-three days. This includes a iperiod of 
two years, five months and two days in which thd original 
application was in interference. The interference wasl declared 
by the Commissioner of Patents and conducted uhder his 
control. Hence the Commissioner definitely contributed to the 
delay. 

As stated in Spiller v. St. Louis, etc., Co. (C. C. A. 8) , 14 Fed. 
(2d) 284, at page 288: j 

“It is sound doctrine that if a party interposing 
defenses of laches has been responsible for and sub¬ 
stantially contributes to the delay, he is precluded from 
taking advantage thereof. 5 Pomeroy's Eq., Juris¬ 
prudence Sec. 35; Northern Pacific Railway Co. v. Boyd, 
177 Fed. 804; 101 C. C. A. 18; Tavlor v. Salt Clreek Con¬ 
solidated Oil Co., et al., (C. C. A. 2) 85 Fed. 53£.” 

Such lapse of time as occurred after the interference {was less 
than one year, the period then set by the statutes foii amend- 
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ment, and cannot, 1 in view of the statutes, be considered un¬ 
reasonable. Overland Motor Car Co. v. Packard, 274 U. S. 214; 47 
Sup. Ct. 672. 

(3) Mere Lapse of Time Is Not 
Unreasonable Delay 

Mere lapse of time, within the statutory requirements, 
cannot constitute laches which would defeat plaintiff’s right. 

Overland v. Packard , 274 U. S. 214; 47 Sup. Ct. 672. 

United States v. American Bell Tel. Co., 167 U. S. 224; 17 
Sup. Ct. 809. 

Diamond Power Specialty Corp. v. Bayer, (C. C. A. 8) 13 Fed. 
(2d) 337. 

Crown Cork & Seal Co. v. Aluminum Stopper Co., (C. C. A. 4) 
108 Fed. 845. 

Cline Electric Mfg. Co. v. Kohler, (C. C. A. 4) 27 Fed. (2d) 
638, affirmed 28 Fed. (2d) 405. 

The Patent Statute is the measure of diligence. As stated 
in Overland v. Packard, 274 U. S. 214: 

“We do not know on what principle we could apply 
the equitable doctrine of abandonment and laches in 
a case where the measure of reasonable promptness is 
fixed by the statute, and no other ground appears by 
reason of which laches could be imputed to the appli¬ 
cant.” 

II. Holding of Laches Is Not Supported by Authorities 

The present case is not controlled by the cases (relied on 
by the Court below) involving delay in copying claims from 
conflicting patents for interference, but rather is governed by a 
different line of cases involving lapse of time following after 
publications and by The Patent Office rule of long standing as to 
patents which disclose but do not claim the inventions set forth 
in claims presented after the issue of such patents. 

Chapman & Chapman v. Wintroath, 

252 U. S.126 

The only question actually presented to the Supreme Court 
for decision was the correctness of the lower court’s conclusion 
that the Chapmans should be charged with fatal laches 
because, although they had an original application prior to the 
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conflicting Wintroath patent, disclosing the subject matter of the 
claims in issue, they had allowed approximately twenty months 
to elapse after the issuance of the Wintroath patent before 
they filed a divisional application copying Wintroath's claims for 
the purpose of interference. 

i 

The Supreme Court, at page 135, states: 

“The question presented for decision is, j whether 
this conclusion is justifiable and sound, and! the an¬ 
swer must be found in the statutes and rulqs of the 
Patent Office made pursuant to statute, prescribing the 
action necessary to be taken in order to obtain a pat¬ 
ent,— for the whole subject is one of statutory origin 
and regulation/’ 

Again, at pages 136-137, it was said: 

“There is no suggestion in the record that the 
original application of the Chapmans was not prose¬ 
cuted strictly as required by the statutes and the rules 
of the Patent Office and therefore, it is settled, their 
rights may not be denied or diminished on tlty ground 
that such delay may have been prejudicial to either 
public or private interests. ‘A party seeking a right 
under the patent statutes may avail himsejf of all 
their provisions, and the courts may not deny him the 
benefit of a single one. These are question^ not of 
natural but of purely statutory right. * * * No 

court can disregard any statutory provisions id respect 
to these matters on the ground that in its judgment 
they are unwise or prejudicial to the interests of the 
public/ United States v. American Bell Telephone Co., 167 
U. S. 224, 247.” 

Disregard of this injunction is the basis of the decision below 
in the present case. 

The decision of the Supreme Court was that the Chapmans 
were not to be denied their statutory right to the claims bejeause of 
their twenty months’ delay in copying the claims of the conflicting 
Wintroath patent. 

The Supreme Court did not decide that the Chapmans 
would have beenj^uilty of fatal laches if they had delated such 
action two years^longer. We recognize that language included 
in the opinion of the Supreme Court in explanatioh of its 
decision has been construed as indicating a “two yepr” rule 
governing the copying of claims from a conflicting patent , m terms 
or in substance, for interference purposes. 
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Such a rule 1 necessarily must rest upon a doctrine of 
equitable estoppel or laches (see Bell Telephone case, 167 U. S. 
224, and Overland v. Packard , supra). It follows that the rule 
above referred to cannot apply to any situation unless the 
delay in question'is attended by circumstances which clearly 
show equitable estoppel or laches. 


The facts of the present case are different in all essential 
respects from the facts of the Chapman & Chapman v. 
Wintroath case. 

(1) In the present case, Tucker & Reeves continuously 
asserted from a time prior to 1923 claims directed to the same 
timing mechanism as the claims in issue. 

(2) The Wintroath patent was in conflict with the appli¬ 
cation of the Chapmans because, w’hen issued, it contained claims 
jor an invention disclosed but not then claimed by the Chapmans. 
This constituted an assertion by Wintroath of a right adverse 
to the Chapmans’ application. 

Assertion of an adverse right is an essential prerequisite 
of equitable estoppel or laches. In the present case, the Bethel 
patent contains only claims for inventions which are not dis¬ 
closed either in the Tucker & Reeves original application or in 
their divisional application, and Bethel therefore asserted no right 
adverse to the right of Tucker & Reeves to any invention of the 
disclosure of their original application then being claimed, or 
to which a Tucker & Reeves claim could be directed. 

The legal effect of the issuance of Bethel’s patent without 
a claim to the invention in issue is merely that Bethel did not 
regard as new with him, in that patent, the subject matter dis¬ 
closed and not claimed therein. This rule is stated in the 
Corn Planter Case, 23 Wall. 181, at page 224, as follows: 


“Where a patentee, after describing a machine, 
claims as his invention a certain combination of ele¬ 
ments, or a certain device, or part of the machine, this 
is an implied declaration, as conclusive so far as that 
patent is concerned, as if it were expressed, that the 
specific combination or thing claimed is the only part which 
the patentee regards as new. True, he or some other per¬ 
son may have a distinct patent for the portions not 
covered by this; but that will speak for itself.” (Em¬ 
phasis ours.) 


11 


Bethel was not the inventor (as defined by Section 4886, 
R. S.) of the inventions here in issue, and hence he could not 
“dedicate” these inventions to the public by failing to claim 
them, as might have been the case had he actually been the 
inventor and had he failed to claim them both in that patent 
and in any other patent to him. 

Bethel’s patent did not grant to him or to th^ public, 
directly or indirectly, the right to make, use or sell tlie inven¬ 
tions of his claims or any other matter of the disclosure of his 
patent. See IVaterbury Buckle Co. v. Prentice Mjg. Co. (C. C. A. 2), 
286 Fed. 358, 360, wherein it is said: 

“A patent is not a grant of a right to mak£, use, or 
sell. It does not directly or indirectly imply ^ny such 
right. It grants only the right to exclude others. 
Bloomer v. McQuewan, 14 How. (55 U. S.) 539, 34 L. Ed. 
532; United Shoe Machinery,' Co. v. United States, 258 U. S. 
451, 42 Sup. Ct. 363, 66 L. Ed.-.” : 

Bethel’s patent on his own improvement is altogether con¬ 
sistent with the grant of a patent for the plaintiff’s eajrlier and 
broader invention. (Waterbury Buckle Co. v. Prentice; N^w Jersey 
Zinc Co. v. Singmaster ; supra.) 

There was no privity between plaintiff and Bethel; there¬ 
fore Bethel could not dispose of plaintiff’s invention by his 
mere failure to claim that invention. 

(3) In Chapman & Chapman v. Wintroath , the Supreme 
Court held that such notice of conflicting claims as wias to be 
imputed to the Chapmans by reason of the issuance of the 
conflicting patent to Wintroath was at best indefinite and pre¬ 
carious by reason of the constant issuance of a 

“great number of patents * * * many of a 

voluminous and complicated character, * * * with 

many and variously worded claims” 

and was not such as to justify a holding of laches by reason 
of such constructive notice followed by a delay of twenty 
months. 

In the present case, there w’as no notice, actual or to be 
implied, because the Bethel patent is not a conflicting patent. 
Notice thereof is not to be imputed as to any mattejr merely 
described but not claimed therein, as the document a grant 
only to the extent of its claims. (Waterbury Buckle Co. v\ Prentice , 
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supra). At most, it is only as a grant that another claimant must 
take notice thereof. 

Assuming that the issuance of a patent constitutes con¬ 
structive notice with respect to the matter of the actual grant, 
i. e., the claimed subject matter, such doctrine of constructive 
notice should not be extended to matter which is disclosed but 
unclaimed, for two reasons, inter alia: 

(a) As a practical matter, it is utterly impossible for 
any person to acquire the knowledge that such doctrine would 
impute to him. To do so would require a careful perusal by him 
of approximately fifty thousand United States patents each 
year. Notice of such numbers of patents would be in fact too 
indefinite and precarious to be presumed. 

(b) Section 4900, R. S., in effect provides that the 
issuance of a patent is not constructive notice to infringers 
and shows that Congress considered the mere issuance of a 
patent could not justly be deemed adequate notice to one mak¬ 
ing unauthorized use of that patent. If such notice is in¬ 
adequate to charge an infringer, a jortiori, it is inadequate to 
charge the true inventor (whose application has been duly filed 
and prosecuted) with knowledge of a subsequently issued 
patent which does not assert a right to his invention. 

(4) Chapman v. Wintroath involved a prolongation of the 
asserted monopoly defined by Wintroath’s patented claims. No 
such issue is involved in this case. 

Thus not only do the implications drawn from the 
Chapman case to support a “two-year” rule as applied to delay 
in copying claims jor interference , fail to support the lower Court’s 
decision in this case, but that case may be considered as 
logically supporting plaintiff’s position herein. 


Mere Published Description Is Not Basis for 
Application of “Two-Year” Rule 

A printed publication cannot be used as a basis for defense 
against an applicant if applicant’s discovery was earlier than 
the publication and if his application was filed within tw r o years 
subsequent to the publication (Sec. 4886, R. S.). This rule is 
of long standing. The decisions are uniformly to that effect. 
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Corona Cord & Tire Co. v. Dovan, 276 U. S. 358; 48 Sup. Ct. 
380-384. 

Diamond Power Specialty Co. v. Bayer, supra. 

i 

Lee & Hogan, Jr. v. Vreeland, 1923 C. D. 94. 

Southgate v. Greene, 19 C. C. P .A. (Pat.) 1129; 57 Fed. 
(2d) 374. j 

These cases clearly distinguish the present case from the 
cases relied on by the Court below. 

In Corona Cord & Tire Co. v. Dovan, supra, the j Supreme 
Court said (276 U. S. pages 358, 372) : j 

“Under Section 4886 R. S., a person who claims 
to have invented any patentable improvement is not 
to be denied a patent because of any printed! Publica¬ 
tion subsequent to his discovery, unless there was 
publication or public use or sale more than tivo years 
prior to his application. Kratz’s article was noit printed 
until less than two years before Weiss’ application for 
a patent in November, 1921, and therefore the paper 
could not be used as a basis for defense agkinst his 
patent if his discoverv was earlier than the! publica¬ 
tion.” | 

In Lee & Hogan, Jr. v. Vrecland, 1923 C. D. 94, the [Commis¬ 
sioner of Patents held (page 95): 

“It is submitted on the part of Lee & Hogan that 
the doctrine of Chapman, et al. v. IVintroath, 272 0. G. 
913; 1920 C. D. 465; 252 U. S. 126, holding [that the 
delay of two years on the part of an applicant, after 
the issue of a patent, before making the clanks of the 
latter for interference purposes, constitutes an estoppel by 
reason of laches is such a holding as warrants the 
view that if an applicant delays this length of time 
after an invention is fully described in a printed pub¬ 
lication, before presenting claims for such invention, 
he is likewise estopped by reason of laches. 

. i 

^ 

“It is not seen that the decision of the Chapman, ct 
al. v. Wintroath case has any bearing upon the [question 
of the materiality of the exhibit to the issub. That 
decision related to the attempt, after an unreasonable 
delay, to disturb one in possession of a patent for an 
invention and to prolong the monopoly in case; the late 
comer was successful. In the case at bar y reeland 
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filed an application long prior to the date of the publi¬ 
cation, referred to in the motion. He later filed an 
application, stated to be a division of the first case, 
over two years subsequent to the date of the publica¬ 
tion, and claimed in such divisional application an in¬ 
vention alleged to be fully disclosed in the publication. 
Under the settled practice of this Office a divisional applica¬ 
tion takes its effective date from the date of the filing of the 
parent case, and any publication subsequent thereto is not a 
bar to any \ claims in the divisional case which are supported 
by the disclosure of the earlier case, whether such matter was 
or was not claimed in such earlier application.” (Emphasis 
ours.) 


Of similar effect is the holding of the Court of Appeals 
of the Eighth Circuit in the Diamond Power Specialty Co. case, 
from which we quote the following (13 Fed. (2d) p. 340): 


“Another defense is that these claims are invalid 
because of the publication by Garland on June 26, 1917, 
in Tower' of an article which contained substantially 
the same disclosure as his application for patent. This 
publication was more than a year after the filing of the 
original application, but w*as three years prior to the 
date of the renewal of his application, July 14, 1920" 
(when the claims in issue w^ere first asserted). 

***** 

“The case of Chapman v. Wintroath, 252 U. S. 126, 
40 Sup. Ct. 234, 64 L. Ed. 491, cited by defendant, is 
not in point. In the Chapman case the real question 
was whether an inventor whose application disclosed, 
but did not claim, an invention which later was pat¬ 
ented to another, was allowed two years after such 
patent issued within w’hich to file a second or division¬ 
al application claiming the invention. The Supreme 
Court answered the question in the affirmative, re¬ 
versing the lower court, which had held that the in¬ 
ventor had but one year, on account of a supposed 
analogy to the time allowed by statute (Section 4894, 
R. S., as amended by the Act of March 3, 1897, 29 Stat. 
693 (Comp. St. Sec. 9438) for completing or prosecut¬ 
ing applications. Not only does the decision in the 
Chapman* case not support the contention of appellee, 
because the question involved was not the same as in 
the case at bar, but the language of the court in its 
opinion in that case is directly adverse to appellee's 
contention here. The court said: 
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i 

i 
i 

i 

i 

i 

<’ “* * * 'Not only have later or divisional appli¬ 

cations not been dealt with in a hostile spirit by the 

■ courts, but, on the contrary, designed as th^y are to 

secure the patent to the first discoverer, they have 
been favored to the extent that, where an invention 
clearly disclosed in an application, as in this case, is 
not claimed therein, but is subsequently claimed in an- 

► other application, the original will be deemed a con¬ 
structive reduction of the invention to practice, and 
the later one will be given the filing date of the earlier, 
with all of its priority of right/ 

I 

"We conclude that the publication in Tower’ did 
not render invalid the claims here in questioii” 

> 

In Southgate v. Greene, the decision of the Pateht Office 
Board of Appeals, which was there affirmed by the Court of 
Customs & Patent Appeals, was explained as follows (57 Fed. 
(2d) p. 377): 

"The Board of Appeals, in the case at bar^ said, in' 
part: 

' " '* * * In our opinion, it would be ajn exten¬ 

sion of the doctrine of Wintroath v. Chapman beyjmd any¬ 
thing yet sanctioned by the courts to apply it to the 
case of a mere printed publication/ 

* "In this respect, the board followed its rule for¬ 

merly announced in Lee & Hogan v. Vreeland, C. |D. 1923, 
p. 94.” 1 I 

A patent, such as the Bethel patent here, which merely 
describes but does not claim the invention in issue, is only a 

1 printed publication with regard to that invention. 

Prouty v. Draper, 41 U. S. 335-341. 

Leeds & Catlin v. Victor Talking Machine Co., 213 U. S. 301. 

The Corn Planter Case, 23 Wall. 181, 224. 

l Linde Air Products Co. v. Morse Dry Dock & Repair Co., 246 

Fed. 834-839. 

Permutit v. Wadham, (C. C. A. 6) 15 Fed. (2d) 20. 

As stated in Permutit v. Wadham on the authority of the 
Leeds & Catlin case: 


l 
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“Nothing is patented except what is claimed.” 

In Linde Air Products Co. v. Morse, it was held that 

“The Menne patents we also regard as publica¬ 
tions, as his (Menne’s) claims were not directed to 
Jottrand’s goal.” 


Patent Office Rule 75 

That a printed publication, including a United States 
patent, which discloses but does not claim the invention, is 
never a defense to an earlier filed application, irrespective of 
when the claim is first asserted in the application, is evidenced 
by Rule 75 of the Patent Office which has been in force in 
substantially the same form for a period of nearly fifty years. 
That rule provides that when an applicant’s claim is rejected 
upon 


“an expired or unexpired domestic patent which sub¬ 
stantially shows or describes but does not claim the re¬ 
jected invention, or on reference to a foreign patent 
or to a printed publication, and the applicant shall make 
oath to facts showing a completion of the invention 
in this country before the filing of the application on 
which the domestic patent issued, or before the date 
of the foreign patent, or before the date of the printed 
publication, and shall also make oath that he does not 
know and does not believe that the invention has been 
in public use or on sale in this country, or patented or 
described in a printed publication in this or any for¬ 
eign country for more than two years prior to his 
application, and that he has never abandoned the in¬ 
vention, then the patent or publication cited shall not 
bar the grant of a patent to the applicant, unless the 
date of such patent or printed publication be more than 
two years prior to the date on wTiich application was 
filed in this country.” 


All the facts required to be shown by the affidavit under 
Rule 75 are admitted to exist in the present case. 

The inclusion in the rule specifically of cases involving an 
“expired domestic” patent negatives the application of any 
“two-year rule” to cases involving delay in asserting claims 
after the issuance of a patent which discloses but does not 
claim the invention of the asserted claim. 
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Webster v. Splitdorf, 264 U. S. 

463; 44 Sup. Ct. 342 

The complicated facts of this case are best understood by 
reference to the decision of the Court of Appeals, 283 Fed. 83, 
and to the decision of this Court in the interference involving 
the same application, Kane v. Podlesak, 48 App. D. C. ill, 1918 
C. D. 207, as well as to the Supreme Court report. 

The Webster v. Splitdorf case dealt directly with jclaims 7 
and 8 of the Kane patent, which claims were first ^nade on 
June 17, 1918, in an alleged divisional application which w*as 
filed on January 14, 1915, without claims to the subject matter 
of claims 7 and 8 and without adequate descriptive matter in the 
specification to support such claims. 

This application was urged as a division of tjie Kane 
original application, filed February 2, 1910, though if was not 
in fact a true division as to the subject matter in issue. Th^ alleged 
divisional application was involved in the interference!, Kane v. 
Podlesak , which interference was finally determined! by this 
Court on May 6, 1918. The interference arose as follows: 

Podlesak obtained an original patent issued on March 4, 
1913. On this patent he obtained a reissue patent granted 
February 9, 1915. On April 19, 1915, more than two years 
after the grant of the original patent, Kane amended his 
alleged-divisional application which he had filed on !January 
14, 1910, so as to include claims taken from both the original patent 
and the reissue patent of Podlesak. Thus it appears th^t, as to 
the claims which appeared in the original Podlesak patent, 
their subject matter was first claimed by Kane in hi^ alleged 
divisional application more than two years after the issuance 
of the original Podlesak patent. The decision of this Court 
in the interference, Kane v. Podlesak, was that K$ne was 
estopped under the doctrine of Rowntree v. Sloan, 45 A$p. D. C. 
207; 1916 C. D. 192, from making the Podlesak claims for 

purposes of interference. To that finding this Court added: 

i 

I 

“Were the case otherwise as to laches we should 
be inclined to affirm the decision of the Comniissioner 
upon the grounds upon which he placed it; ttyat is to 
say, because Kane has no right to make the claifns. The 
Commissioner points out that both parties wete claim¬ 
ing for improvements over the prior art and in slight 
particulars only but that Kane nowhere disclosed in 
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his original or divisional application, until he came to 
make the claims of the Podlesak patent, that he was 
concerned with keeping the electrodes of the igniter 
normally separated or that he had invented what can 
be reasonably called an integral bracket.” (Emphasis 
ours.) 

Following this interference, Kane inserted in his afore¬ 
said 1915 application the said claims 7 and 8, and these were 
allowed to him, ex parte, by the Patent Office and the resulting 
patent was then added by supplemental bill to the litigation 
then pending against the Splitdorf Company. 

The Circuit Court of Appeals (7th Circuit) in its decision 
(283 Fed. 83), finding Kane's claims 7 and 8 invalid, referred 
to this Court’s decision in the interference and stated: 


“In this adverse decision appellee acquiesced , where¬ 
from it appears that, if appellee was guilty of laches 
in April, 1915, for failure to present the nine claims 
under consideration, it must a fortiori be found guilty 
of laches in failing to present claims 7 and 8 until 
June 17, 1918. The allowance of these last two claims 
upon the amendment of June 17, 1918, was upon ex 
parte application and was made by the Examiner; the 
adverse parties, of course, not being present to protest 
or point out the error of such allowance. The claims 
differ, as: heretofore stated, from the claims in the 
Podlesak patent, in that they are broader in scope, but 
the difference is not sufficient to avoid the effect of the 
decision in the Podlesak interference contest. They depend 
for their support largely, if not entirely, upon that 
part of the specifications which were incorporated by 
amendment in 1915, which amendment was made to 
support the nine claims taken from the Podlesak pat¬ 
ent and subsequently rejected as heretofore described.” 
(Emphasis ours.) 

Thus it is evident that the Circuit Court of Appeals’ 
decision rested on estoppel by the judgment of this Court in Kane 
v. Podlesak, acquiesced in by the losing party Kane. Kane, hav¬ 
ing lost on the narrower claims, was not entitled to broader 
claims to the same subject matter. 

The decision of the Circuit Court of Appeals further 
rested, as is apparent from the above quotation, on the in¬ 
adequacy of the disclosure of Kane’s original application and of 
the so-called division, when filed, and the introduction of new 
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matter more than two years after the Podlesak paient had 
issued, upon which new matter the claims in issue, and 8, 
necessarily were based. 

The Circuit Court of Appeals’ decision also brings out 
other grounds for its decision. It states, page 94: 

i 

! 

“Turning to the facts in the present casej and for 
the moment ignoring any two-year rule, we finft Kane’s 
position in support of claims 7 and 8 untenable. Not 
only did he not intend to make these claims, in fact he 
knowingly and intentionally failed to present them, but 
not until eight years after he filed his original appli¬ 
cation, and more than nine years after the device was in 
common use, during all of which time it was ip general 
use, did he seek to dominate the art by inserting these 
amended claims into the patent.” 

The Supreme Court decision states (264 U. S. at p. 469): 

“The Court below finally put its decision [substan¬ 
tially on the grounds which we have stated as the basis 
for our conclusion.” 

i 

In the Supreme Court opinion, the various facts and cir¬ 
cumstances above stated are referred to, and it was with all 
these facts and circumstances before it that the Supreme 
Court stated, page 466 U. S.: 

“We have no hesitation in saying that the delay 
was unreasonable and under the circumstances shown by 
the record constitutes laches by which the petitioner lost 
whatever rights it might otherwise have been! entitled 
to.” 

As stated by the Circuit Court of Appeals of the Sixth 
Circuit in Wagenhorst v. Hydraulic Steel Co., 27 Fed. (24) 27, in 
concluding its discussion of Webster v. Splitdorf: 

“The Supreme Court held that, considering all 
these circumstances, these two claims w^ere inyalid. 

“It is not clear from the opinion what result would 
have been reached, if based upon only a par); of the 
circumstances.” 

I 

Not only does the case at bar fail to show circumstances 
comparable with all these circumstances, but it fails jto show 
circumstances comparable to any of such cireumstahces, the 
sum of which was found to justify a holding of laches in the 
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Webster v. Splitdorj case. In the present case, there was never 
interference between Bethel and Tucker & Reeves. There was, 
and could have been, no copying of the Bethel claims. 
There was no public use and there were no reasons such 
as are present in the Splitdorf case, for imputing any knowl¬ 
edge of an adverse claim to Tucker & Reeves. It is undisputed 
that the Tucker & Reeves case is a true case of a simple 
division. There is no charge that Tucker & Reeves inserted 
new descriptive matter at any time into either of their applica¬ 
tions. 

The Tucker & Reeves claims differ from the Kane claims 
in that they are 

“a logical development of the original applica¬ 
tion.” 

and are not based on new matter inserted as “an exigent 
after-thought,” and they thus clearly avoid the condemnation 
of the Supreme Court’s opinion (see 264 U. S. 466). 

In the Splitdorf case, the Supreme Court, in correcting 
the lower court’s interpretation of Chapman v. Wintroatk, stated 
that the Chapman case did not, and was not intended to, fix a 
hard and fast two-year rule for the filing of divisional applica¬ 
tions, but only a rule of prima facie presumption in cases in¬ 
volving laches, equitable estoppel, etc., and it is in connection 
with its explanation of the Chapman case that the Court made 
the following statement which has been relied upon for matter 
which it does not support: 

“Our conclusion, therefore, is that in cases involv¬ 
ing laches, equitable estoppel or intervening private or 
public rights, the two-year time limit prima facie ap¬ 
plies to divisional applications and can only be avoided 
by proof of special circumstances justifying a longer 
delay.” 

Obviously, the court did not here attempt to define what 
constituted laches, equitable estoppel or intervening private 
or public rights, nor imply that laches should be found in 
cases in which the elements thereof were absent. 

Before the rille comes into effect, the elements of laches or 
equitable estoppel in addition to mere lapse of time must be 
established. In the present case, they have not been estab¬ 
lished, but on the contrary have been shown not to exist. 
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It is noted further that the laches held to be present in the 
Webster v. Splitdorf case rested upon facts established by proof, 
and not upon mere assumptions, as in the case at bar. 


In re Nathan, 279 Fed. 925; 

51 App. D. C. 347 | 

i 

A careful consideration of all the facts of the Nathan case 
will demonstrate that it is not in point. These facts are not 
completely stated in the published report. Hence the record in 
that case should be considered. j 

Nathan filed an original application in September, 1905, 
which disclosed the subject matter of claim 10 in is^ue and 
also attempted to claim that subject matter. In 1906, in\ response 
to a requirement of division, Nathan cancelled from his firsts applica¬ 
tion not only the claim referred to, but also all portions of the specifi¬ 
cation and drawings relating thereto, and thereafter that! applica¬ 
tion proceeded without either disclosure of, or claim fo, such 
subject matter. 

The cancelled subject matter w*as again assented by 
Nathan in a second (so-called divisional) application filed 
March 31, 1915. Thus, for nearly nine years, Nathan hot only 
had no claim to this subject matter, but had no pending applica¬ 
tion disclosing that subject matter. 

Nathan’s second application was rejected upon the 
Anderson patent which w’as issued in 1908, or nearly seven 
years prior to the filing of the second application. This\ rejection 
was based squarely upon Section 4886 of the Revised Statutes. 

From this rejection and from the statements of th^ Patent 
Office tribunals, it is obvious that the second Nathan applica¬ 
tion was treated as an original application and not as a division 
of the earlier application of 1905. 

Nathan took the position that the Anderson patent w^as 
not a statutory bar because, as he argued, his second applica¬ 
tion was a division of his earlier application and as sjuch was 
entitled to the filing date of his first application fojr a con¬ 
structive reduction to practice. This contention was denied by 
the Primary Examiner whose decision w’as affirmed by the 
Board of Examiners-in-Chief, the Commissioner andj by this 
Court. 

The Primary Examiner’s statement (Nathan H. p. 24) 
contains the following: 
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“It is further to be noted that these figures and 
the subject matter of claim 10 were cancelled from the 
original application on Nov. 26, 1906. From that 
time until the filing of this present application on 
March 31, 1915, there was nothing before the office to indi¬ 
cate that the applicant believed himself to have invented this 
subject matter , or that he intended to lay claim to the same. 
In the meantime, on Dec. 15, 1908, the patent to 
Anderson cited above w T as issued. * * * It is 

thought that this patent should stand as a reference 
against claim 10.” (Emphasis ours.) 

The Board of Examiners-in-Chief in their opinion (Nathan 
R. p. 30), after referring to the facts as above stated by the 
Examiner, said: 

“We believe that under the circumstances the 
applicant loses the benefit of the filing date of his original 
application as the date of constructive reduction to practice 
and his date of constructive reduction to practice is 
the filing date of his divisional application. We con¬ 
clude, therefore, that the patent to Anderson is a proper 
reference against claim 10.” (Emphasis ours.) 

On rehearing (Nathan R. p. 35), the Board of Examiners- 
in-Chief said: 

We based our decision upon a somewhat different 
ground from that of injury to Anderson or to the 
public, and consequent estoppel. The filing date of the 
present application is subsequent to the patent date of 
Anderson, and the patent to Anderson is a bar unless 
the applicant is entitled to the filing date of his prior 
application as a date of completion of the invention.” 

$ * * 

“It (an application) is actually the same thing 
after abandonment as before abandonment, so far as 
its effect as evidence of the completion of invention is 
concerned, but in the eye of the law it is no longer 
the same thing, and through abandonment has lost its 
constructive effect as evidence of reduction to practice. 

“We think that w^here the applicant cancels certain 
subject matter from his application and takes no steps 
for a considerable period of time toward the issue of 
a patent for such subject matter, and that where in 
the meantime a patent disclosing the same subject 
matter issues to another, the reasons for holding his 


23 


application for that subject matter to be i construc¬ 
tive reduction to practice are no longer pifesent, and 
that we should not hold such an application to be a 
constructive reduction to practice." (Emphasis ours.) 

i 

i 

The Commissioner's decision (Nathan R. p. 37) affirmed 
the decision of the Examiners-in-Chief, stating of thfit decision 
that 

“The appealed claim was refused on the ground 
that the applicant is not entitled to this claiih by reason 
of the fact that the subject matter pertinent tej this divi¬ 
sional application was cancelled out of the parent applica¬ 
tion more than nine years before the application was filed, 
during wffiich time a patent was granted to, Anderson 
No. 906,600, Dec. 15, 1908, for subject master wffiich 
would be dominated by the appealed claims." (Empha¬ 
sis ours.) 

In presenting his case to this Court, Nathan assigned as 
error the Commissioner's refusal 

“to accord to this divisional application the filing date 
of September 7, 1905, of its parent application No. 
277,297." (Nathan R. p. 2.) 

: I 

In view of the facts and the affirmance by this Court 
of the decisions below, we must read this Court's decision as 
including a finding that the later Nathan applicatioh was not 
entitled to the filing date of his earlier application, j and that 
hence the so-called Nathan divisional application was,! as to the 
subject matter in question, an original application which was 
barred by the Anderson patent under Section 4886, R. S. 

It is also evident from the decisions in the Nathan case 
that the Nathan claim 10, there in issue, was treated as for 
substantially the same invention as the claims of the Anderson 
patent. For this reason, the decisions included references to 
cases (In re Fritts, 45 App. D. C. 211; 1916 C. D. 188 and 
Chapman v. Wintroath, supra) involving delay in copying claims 
from conflicting patents for interference purposes. 

Nathan's difficulty was, not merely that he had jno claim 
within two years of the Anderson patent, but also thfit he had 
no application on file in the Patent Office in which the cl^im could 
properly have been asserted, until after the statutory bar of 
Section 4886, R. S., had arisen. 
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If the decision of this Court in the Nathan case was not 
predicated upon the particular fact that Nathan’s second ap¬ 
plication was an original application (as to the subject matter 
in issue) the failure of this Court to accord to that application 
the earlier filing date would be in direct conflict with the hold¬ 
ing of Chapman v. IVintroath, 252 U. S. 126. At page 137, the 
Supreme Court stated: 

“To this we must add that not only have later or 
divisional applications not been dealt with in a hostile 
spirit by the courts, but, on the contrary, designed as 
they are to secure the patent to the first discoverer, 
they have been favored to the extent that where an 
invention clearly disclosed in an application, as in this 
case, is not claimed therein but is subsequently claimed 
in another application, the original will be deemed a 
constructive reduction of the invention to practice and 
the later one will be given the filing date of the earlier, 
with all of its priority of right. Smith & Griggs Mfg. 
Co. v. Sprague, 123 U. S. 249, 250; Von Recklinghausen v. 
Dempster, 34 App. D. C. 474, 476, 477.” 

The facts of the case at bar differ in vital particulars from 
those of the Nathan case. Here there w^as nothing that can 
possibly be construed as an abandonment of any subject 
matter. At all times, Tucker & Reeves had pending an applica¬ 
tion fully disclosing the invention and supporting claims to 
the invention. They were continuously asserting claims to 
their invention. There was at no time any lack of complete 
continuity of disclosure of the subject matter in issue. The 
claims in issue and those of the Bethel patent are to different 
inventions. 

Not only are the facts of the Nathan case and the present 
case utterly different, but the very statutes and decisions 
supporting the holding against Nathan, require a holding 
favorable to the plaintiff in this case. 

Other Cases Involving 
Copying of Claims 

In addition to the cases relied on by the Court below, the 
Patent Office, during the proceedings in this matter, has re¬ 
ferred to certain other cases, all of which in the last analysis 
relate to delays in copying claims from patents for interference, 
and thus relate to laches or estoppel because of failure to 
promptly contest title to the franchise of such patents. As we have 
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pointed out in our discussion of the Chapman v. Wintropth case, 
this problem is not presented in the present case. 

Among the cases which have been referred to are — 

In re Fritts, 45 App. D. C. 211; 1916 C. D. 188, wfhich in¬ 
volved only the question of delay in copying patented claims 
verbatim ; and 

Craig v. Mayer, 11 Fed. (2d) 207; 56 App. D. C. 1$8; 1926 
C. D. 187, which case was really decided on a findirig of no 
interference in fact because one of the contestants did hot have 

i 

a disclosure supporting the claim, but which also involved the 
doctrine of copying patented claims in substance. 

While the count of the interference in Craig v. Mayer was 
not in precisely the same words as claim 23 of the Craijg patent 
there involved, it was treated by the parties and all the 
tribunals of the Patent Office and by this Court, as being the 
same in substance. This is obvious from the record] of that 
case in this Court, page 37, where appears the declaration of 
the interference, stating: 

“The application of the counts to the clairhs of the 
respective parties is as follow’s: 

Count Mayer Craig 

1 16 23 (substantially) ” 

In addition to these cases, certain unpublished decisions of 
the Patent Office were discussed during the proceedings in the 
lower Court. As these decisions are not mentionec} by the 
Court below and are not included in the record in thig appeal, 
we consider discussion thereof unnecessary, if not improper. 
Suffice it to say that those relied on by the Patent Office carry 
less authority in this Court than the immediate decision ap¬ 
pealed from, while those to the contrary, relied oh by the 
plaintiff, can merely be used to demonstrate, as ha^ already 
been otherwise demonstrated, that the practice of loiig stand¬ 
ing in the Patent Office is in accord with plaintiff's position. 

j 

III. The Essential Elements of Laches 

Are Not Present in This Case 

Neither adverse claim, adequate notice thereof to plain¬ 
tiff nor legal prejudice has been shown. 

Standard Oil Co. of Colorado v. Standard Oil Co. (C. C. A. 10), 

decided July 28, 1934,-Fed. (2) -1-; 22 

U. S. Pat. Q. 241. 


l 
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N ave-McCord Mercantile Co. v. Ranney (C. C. A. 8), 29 Fed. 

(2d) 383. 

The issuance of the Bethel patent is in nowise an asser¬ 
tion by anyone of any right adverse to that of the plaintiff. An 
adverse assertion of the same right is essential to a holding of 
laches. If the assertion be of a different right or may reason¬ 
ably be construed as consistent with the right of the plaintiff, 
there can be no laches. Standard Oil Co. of Colorado v. Standard Oil 
Co. (supra). 

Even assuming, contrary to the record, that plaintiff had 
knowledge of the Bethel patent when it issued, such knowledge 
created no duty on the plaintiff to proceed otherwise than as 
provided by the Patent Statutes. That it did proceed in ac¬ 
cordance with the Patent Statutes is not disputed. 

Plaintiff is not chargeable with notice (actual or con¬ 
structive) of the Bethel patent with respect to the inventions 
in issue. The matter in issue is outside of the grant to Bethel. 

Plaintiff’s actions and/or omissions have created no legal 
prejudice — without prejudice there can be no laches. 

Standard Oil Co. of Colorado v. Standard Oil Co., (supra). 

Northern Pacific Railway Co. v. Boyd, 228 U. S. 482. 

No proof has been made of actual damage or change of 
position by anyone in reliance upon the issuance of the Bethel 
patent and the alleged omission of the plaintiff. 

There is no reasonable or logical presumption that preju¬ 
dice has followed upon either or both of these occurrences. 

It is so w’ell knowm that the greater number of patented 
inventions are never actually practiced, either by the inventor 
or the public, as to justify this Court in taking judicial cogni¬ 
zance of that fact, so that instead of there being any pre¬ 
sumption that either Bethel or the public actually practiced 
the invention disclosed in the Bethel patent, the presumption, 
if any, should be to the contrary. 

Pending applications are secret negotiations between the appli¬ 
cant and the Patent Office. Therefore, the public, as dis¬ 
tinguished from the Commissioner of Patents, had no knowl¬ 
edge of plaintiff’s alleged omission and hence could not have 
relied thereon. 
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If the Commissioner of Patents’ knowledge of plaintiff’s 
alleged omission is sought to be imputed to the publii, then 
“by the same token” the public had imputed knowledge of 
the plaintiff’s prior invention and its continuing statutory 
right to make the claims in issue at any time during the 
prosecution of its applications. Consequently, the public had 
knowledge when the Bethel patent issued that Bethel nad no 
right in the inventions now in issue and hence the public had 
no right to rely on the Bethel patent as dedicating to; it the 
matter dislosed but not claimed. 

It is well settled, as stated in State of Oklahoma v. State of 
Texas, 268 U. S. 252, 257; 45 Sup. Ct. 497, 499, that j 

I 

“Where the condition of the title is known to both 
parties or both have the same means of ascertaining 
the truth, there can be no estoppel.” 

No extension of monopoly or asserted monopoly is possible 
in the present case, as it is the undisputed fact that!Bethel 
claimed only an invention different from that in issue. 

Finding of Fact 5, Conclusion of Law 4 (R. pp. 8, 9). 
Waterbury Buckle Co. v. Prentice, (C. C. A. 2), 286 Fed. 358. 

Conclusion 

I 

(1) Plaintiff’s right to the claims in issue is 4 right 
conferred and regulated by the Patent Statutes. 

(2) Plaintiff has fully complied with the Statutesj. 

(3) The facts in this case do not warrant a denial|of this 
statutory right on any theory of laches, or estoppel, | or as¬ 
sumed prejudice to the public. 

Wherefore the decision of the Supreme Court of tjie Dis¬ 
trict of Columbia should be reversed. 

Respectfully submitted, 

V. M. DORSEY, 

Attorney for Plaintiff-Appellant . 

R. D. BROWN, 

S. F. PARHAM, 

L. G. BATES, 

Of Counsel. 
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Conway P. Coe, Commissioner of Patents, 
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COLUMBIA 

BRIEF for the commissioner of patents 

_ 

This appeal is from a decree of the Supreme 
Court of the District of Columbia (R. 9) dismiss¬ 
ing appellant’s Bill of Complaint. The Findings 
of Fact and Conclusions of Law appear on p^ges 
8 and 9 of the Record. 

STATEMENT OF THE CASE 

Appellant’s original application No. 797067 kas 
filed on October 24, 1913. Thirteen years there¬ 
after, on November 17,1926, the divisional applica- 

956S1—34 (1) 
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tion, No. 148985, here in suit, was filed. The claims 
involved in this suit were not presented in the orig¬ 
inal application nor did that application contain 
claims of like scope. 

During the said thirteen years interval the patent 
to Bethel issued. The Bethel application was filed 
February 4, 1921, and the patent granted July 3, 
1923. 

Appellant’s divisional application 148985 was 
filed as stated, on November 17,1926, or three years 
and four months after the Bethel patent was 
granted. It is this delay of 3 years and 4 months 
that constitutes the la;ches upon which allowance of 
the three claims (not the others) must be refused 
under the rule laid down by the Supreme Court of 
the United States in Chapman and Chapman v. 
Wintroath, 252 U. S. 126; 1920 C. D. 465; 272 O. G. 
913; and then reiterated in Webster Electric Co. v. 
Splitdorf, 264 U. S. 463. This Court in the case of 
In re Nathan, 51 App. D. C. 347; 279 Fed. Rep. 925; 
1922 C. D. 118; followed the doctrine announced in 
the Chapman-Wintroath case. In re Nathan was 
decided prior to the Webster-Splitdorf decision. 
These three cases will now be briefly discussed. 

CHAPMAN- AND CHAPMAN v. WINTROATH 

As appears from the decision, the Chapmans filed 
an application in 1909. Six years thereafter, June 
6, 1915, they filed a divisional application copying 
claims of the Wintroath patent which had been 
granted on November 13,1913, or 20 months before. 
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During the interference a controversy arose as to 
whether a one-year doctrine or the two-ye ar jloc- 
trine should apply. The Supreme Court sanc¬ 
tioned two years by analogy to the two-year doc¬ 
trine for the reissue of a patent and recognized the 
necessity of a time limit for taking actions in cases 
in which the rights of other parties were involved. 

i 

IN BE NATHAN 

Nathan filed his original application on Septem¬ 
ber 2, 1905. His divisional application was fjded 
March 31, 1915. During this interval a patent to 
Anderson was granted on December 15, 1908, iL e., 
almost 7 years prior to the filing of the Nathan divi¬ 
sional application. The Nathan claim in the divi¬ 
sional application was rejected on the Anderson 
patent. This rejection was sustained by this Ccjurt 
in a decision which concludes: 

No excuse is offered for the failure to file 
the divisional application within two y^ars 
after the Anderson patent was issued, ijhis 
brings the case clearly within the rule An¬ 
nounced in Chapman v. Wintroath (£52 
U. S. 126; 272 0. G. 913). i 

WEBSTEB v. SPLITDOBF 

This decision is submitted to be in point as a bar 

i 

to an allowance of claims 14, 16, and 26 to plain¬ 
tiff. Webster’s assignor (Kane) filed his original 
application on February 2, 1910. On January 14, 
1915, Kane filed a divisional application, copying 
9 claims from a patent to Podlesak, granted Ma^ch 
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4,1913. The resulting interference was decided in 
favor of Podlesak. Thereafter on June 17, 1918, 
Kane presented broader claims in his application 
(claims 7 and 8 in suit) and a patent, No. 1280105, 
was granted to him thereon on September 14,1918. 
The Supreme Court of the United States in Section 
[1] of the decision comments as follows: 

It will thus be seen that claims 7 and 8 
were for the first time presented to the Pat¬ 
ent Office, by an amendment to a divisional 
application eight years and four months 
after the tiling of the original application, 
five years after the date of the original 
Podlesak patent, disclosing the subject mat¬ 
ter, and three vears after the commencement 
of the present suit. 

Further on in the same section the Court savs: 

V 

During all of this time their subject mat¬ 
ter was disclosed and in general use; and 
Kane and his assignee, so far as claims 7 
and 8 are concerned, simply stood by and 
awaited developments. We are not here 
dealing, therefore, with the simple case of a 
division of a single application for several 
independent inventions, * * * b u t with 

a case of unreasonable delay and neglect on 
the part of the applicant and his assignee 
in bringing forward claims broader than 
those originally sought. The repeated asser¬ 
tion of interferences in narrower terms, re¬ 
sulting in delays incident to their determi¬ 
nation, affords no just excuse for the failure 
to assert the broader claims, 7 and 8, at an 
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earlier date. The subject matter or these 
claims is not of such complicated character 
that it might not have been readily described 
in the original application or in one |of the 
subsequent applications—in 1915, f<j>r ex¬ 
ample—as it was described in 1918; and the 
long delay of Kane and his assignee in com¬ 
ing to the point tends strongly to confirm the 
view that the final determination to do so 
was an exigent afterthought, rather than a 
logical development of the original Appli¬ 
cation. We have no hesitation in saying that 
the delay was unreasonable, and, und^r the 
circumstances shown by the record, consti¬ 
tutes laches, by which the petitioner lost 
whatever rights it might otherwise i have 
been entitled to. 


In the case at bar the mere fact that the original 
•application was involved in an interference did 


not prevent the filing of a divisional application. 

The decision of the Circuit Court of Appeal^, 6th 
Circuit, Wagenhorst v. Hydraulic Steel Co., 21 P. 
(2d) 27, is of interest in that it throws light o!n the 

___ , i 

interpretation of the Webster v. Splitdorf decision. 
In the "Wagenhorst decision, Judge Denison, hji dis¬ 
cussing the Webster decision, says: • 


In other words, claims 7 and 8 (dorqinat- 
ing claims) were invalid because, in an qffort 
to broaden^ any previous statements of the 


invention, they, were first presented bjy an 
amendment offered five vears after their 


subject matter had been disclosed to the 
lie by the PodleSak’s patent, and sue 


'ub- 

an 



i 

i 


i 
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effort to broaden the claim of invention was, 
by analogy to the reissue rule, barred by 
laches, estoppel, and intervening rights. 
(Emphasis ours.) 

RULE 75 NOT APPLICABLE 

Appellant, on page 16 of its brief, refers to Rule 
75 in defense of laches. Rule 75 does not apply to 
this case in any way. Rule 75 has application only 
to overcoming an antedating reference. No such 
priority of invention is here involved. Appellant’s 
claims are rejected on laches and not on anticipa¬ 
tion. There is no ruling in any decision of the 
tribunals of the Patent Office to indicate even re¬ 
motely that Bethel was held to be the prior inventor, 
or that the Bethel patent was held to be prior art 
as to appellant. 

A mere reading of the Rule makes it clear that 
it has no application to the case at bar as the dom¬ 
inating claims stand rejected, not on the holding 
that Bethel is the prior inventor, but upon appel¬ 
lant’s laches. There is not even a suggestion in 
Rule 75 that it can serve to overcome an applicant’s 
estoppel or his laches. 

For illustration: In the Nathan case, 51 App. 
D. C. 347, had Nathan established, by Rule 75 or 
otherwise, that he made the invention earlier than 
Anderson did, that would not have overcome his 
laches in his delay of ten years in filing his divi¬ 
sional application with dominating claims after the 
filing of his original application and more than six 
years after the Anderson patent issued. 
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Likewise in Webster v. Splitdorf, 264 U. S.J463, 
the relative dates of invention of the respective 
parties had nothing to do with Webster’s (Kaiie’s) 
laches in delaying 5 years in presenting dominating 
claims after the Podlesak patent had issued. 

As in the cases cited herein, the dates of inven- 
tion of the respective parties have no bearing on 
appellant’s laches based on the delay of more than 
three years in presenting the three dominating 
claims, the other claims having been allowed, some 
by the examiner and some by the Board of Appeals. 

EXTREME BELAY IN FILING DIVISIONAL APPLICATION 

Appellant’s parent application was filed October 

i 

24,1913. The divisional application here involved 
was filed November 17, 1926, more than 13 years 
thereafter. In view of this long delay in filing this 
divisional application and claiming for the! first 
time this broad subject matter, appellant is }n no 
position to argue successfully any extenuating cir¬ 
cumstances in excuse for the delay or why the de¬ 
cisions of the Supreme Court of the United States 
on laches should not apply with full force and 
effect. 

NO CONFLICT OF CLAIMS ORIGINALLY 

i 

. j 

In appellant’s “undisputed facts”, the para¬ 
graph at the bottom of page 2 of the brief and top 
of page 3 states the issue, viz: | 

The claims of the Bethel patent are t l f) in¬ 
ventions different from any invention either 
disclosed or claimed by Tucker & Reeves and 
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do not read upon the disclosures of either of 
the Tucker-Reeves applications (Findings 
of Fact 5, R. p. 8). 

No interference between Tucker & Reeves 
and Bethel was had, or could have been had 
(Conclusion of Law 4, R. p. 9). 

It appears from these two paragraphs that the 
two inventions are different, that there is no con¬ 
flict, or at least there was none as first filed and 
claimed. The claims of the Bethel patent do not 
dominate appellant’s invention and the allowed 
claims in appellant’s application (of which there 
are a number) do not dominate the Bethel patent. 
Under such circumstances appellant should obvi¬ 
ously not now be granted claims adroitly worded 
to dominate the Bethel patent, especially when pre¬ 
sented for the first time more than three and a third 
years after the Bethel patent was granted and in 
a divisional application filed more than 13 years 
after the filing of the parent case. 

EXTENSION OF MONOPOLY 

The Bethel patent issued July 3,1923, and there¬ 
fore will expire in less than six years. The grant¬ 
ing of dominating claims to appellant at this time 
would obviously create a new and broader monop¬ 
oly for seventeen years. If Bethel was entitled to 
broader claims, and failed to make them, he aban¬ 
doned that subject matter and it inured to the bene¬ 
fit of the public and not to anyone who subsequently 
tries to pick it up and appropriate it. (In re 
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Schroeder, 52 App. D. C. 67; 281 Fed. Rep. |427; 

1923 C. D. 178.) ! 

; 

ADDITIONAL AUTHORITIES 

j 

. ; 

In tlie recent case of Austin et ah v. Coe, Com¬ 
missioner of Patents, — App. D. C. —, 69 F. ^2d) 
832, this Court held that Austin was barred by 
laches from obtaining* claims to dominate a juhior 
applicant Atwood. Austin, as in the case at bar, 
was an applicant other than the applicant who had 
been in interference, but was owned by the same 
assignee. The Court said: 

In the present case more than eight 
months elapsed after the expiration of | the 
motion period before the motion herein in¬ 
volved was presented for filing. The rejec¬ 
tion of the motion under such circumstances 
must be sustained. New Departure Mfg. 
Co. v. Robinson, 39 App. D. C. 504; in re 
Capen, 43 App. D. C. 342; in re Wasser- 
falien, 54 App. D. C. 367; 298 F. 826; Appli¬ 
cation of Doble, 57 App. D. C. 10,16 F. (2d) 
350); in re Allsop, 58 App. D. C. 187, 26 F. 
(2d) 559. 

I 

Petition for certiorari was denied October 8, 
1934. | 

It is submitted that the present case comes within 
the ruling of this Court in the case of In re Allsop 
and Sibson, 58 App. D. C. 187, 1928 C. D. 122j 26 
F. (2d) 559, in which case Allsop and Sibson after 
having been awarded priority in an interference 
with Buckley sought to provoke a second interfer- 
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ence between a later filed Allsop and Sibson appli¬ 
cation and the same Buckley ease. The Patent Of¬ 
fice refused to declare a second interference. It 
was held that Allsop and Sibson were estopped to 
make the claims for a second interference for the 
reason that they should have made the claims, if at 
all, while the interference was pending. 

A suit under R. S. 4915 has been said to be one 
according to the ordinary course of equity practice 
and procedure. Gandy v. Marble, 122 U. S. 432, 
439. In such suits courts have frequently sus¬ 
tained the defense of equitable estoppel. Barrett 
Co. v. Koppers Co., 22 F. (2d) 395 (C. C. A. 3d); 
Perkins v. Sperry Aircraft Co., 57 F. (2d) 719 
(E. D. N. Y.); Greene v. Beidler, 58 F. (2d) 207 
(C. C. A. 2d) ; O'Donnell v. United Shoe Machinery 
Corp., 2 F. Supp. 178,181. 

The Supreme Court looks with disfavor upon de¬ 
layed actions in patent matters which may result 
in injury to the public. The following decisions 
discuss the subject fully. Miller v. Brass Co., 104 
U. S. 350; Webster Co. v. Splitdorf Co., 264 U. S. 
463. 

Westinghouse v. Jeffery, 22 F. (2d) 277, 278 
(C. C. A. 2), involved patent No. 1373576, owned 
by the Westinghouse Co. granted on a divisional 
application filed more than two years after a statu¬ 
tory bar had arisen, i. e., sales. Although the pat¬ 
ent had the benefit of the parent case with a filing 
date earlier than the date on which the sale had 
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been made, the Court held the delay fatal and Sus¬ 
tained the defense of equitable estoppel. 

The corresponding statutory bar against appel¬ 
lant in the case at bar is a publication, i. e., jthe 
Bethel patent which was published (issued) three 
and a third years before appellant filed its divi¬ 
sional application. The ruling of the court in ^hat 
case as expressed in the concluding paragraph j ob¬ 
viously applies to the case at bar, viz: j 

Since it has been clearly established that 
the sale was made two years prior to the 
filing of the divisional application, and no 
excuse given for such delay, the patent nkust 
be held to be invalid by reasons of Section 
4886 of the Revised Statutes. We there¬ 
fore need not consider the defense of notiin- 
fringement. Decree affirmed. 

CONCLUSION 

j 

In conclusion it is respectfully submitted that 
the decisions of the tribunals of the Patent Office 
and the decision of the court below conform to! the 
well-established rulings of the accepted authorities, 
and consequently it is submitted that the decision 
of the trial court should be affirmed. 

Respectfully submitted. 

T. A. Hostetler, 

Solicitor for the Patent Office, 

Attorney for Appellee. 

November 1934. 
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In the 

United States Court of Appeals for the 
District of Columbia 

I 

j 

i 

No. 6255 

HARTFORD-EMPIRE COMPANY, Appellant,! 

i 

vs. 

CONWAY P. COE, Commissioner of Patents, Appellee. 

REPLY BRIEF FOR PLAINTIFF-APPELLANlr 

Plaintiff respectfully asks leave to file this repjly brief 
which appears to be necessitated by the new position j;aken in 
defendant’s brief, pages 10 and 11. ! 

i 

For the first time in these proceedings, the defendant is 
urging that the Bethel patent is a statutory bar underj Section 
4886, R. S. because it is a publication more than two ye^rs prior 
to plaintiff’s divisional application, although admittedly sub¬ 
sequent to plaintiff’s original application. 

As support for this new theory, he cites Westin^kouse v. 
Jeffrey, 22 Fed. (2d) 277, which, he states, involved a patent of 
the Westinghouse Company 

i 

“granted on a divisional application filed more t^han two 
years after a statutory bar had arisen, i. e., s^les.” 

The presentation of the Bethel patent as a statutory bar 
under Section 4886, R. S. is made on pages 10 and li of the 
defendant’s brief regardless of the fact that on page fe of the 
same brief, in seeking to avoid the effect of Rule 7?> of the 
Patent Office, the defendant states: 

“There is no ruling in any decision of the tribunals 
of the Patent Office * * * that the Bethel patent 

was held to be prior art as to appellant.” 

If not “prior art,” how can the Bethel patent constitute a 
statutory bar? 





Westinghouse v. Jeffrey, 

(C. C. A. 2) 22 Fed. (2d) 277 
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The essential facts of that case were: 

Thomas, plaintiff’s assignor, filed an original application 
on May 16, 1913, which disclosed the invention in suit, but in 
which that invention was never claimed “in any form.” On 
December 17, 1917, one day before the issuance of the patent 
upon the original application, Thomas filed a divisional applica¬ 
tion disclosing the subject matter in suit and for the first 
time claiming it. The patent there in suit issued on the 
divisional application April 25, 1921. 

In the summer of 1915, the defendant had its insulator on 
sale and advertisements thereof w r ere widely circulated. In 
the fall of 1915, the defendant made a contract for the manu¬ 
facture of its insulators. The Court found that 

“The evidence conclusively show r s that from 
December, 1915, the earliest device alleged to be an 
infringement w’as on the market as a commercial and 
practical product, and that its manufacture continued 
without substantial change as to design and structure, 
and sales w’ere made, increasing in number as time 
passed.” 

Emphasis w^as placed on the fact that 

“No advices w’ere given to the appellee (defendant) 
of his (patentee’s) expectation to obtain or seek the 
patent protection of this subject matter, * * 

the implication being that the relationship of the parties was 
such as to create a legal duty on the part of the patentee to 
give such notice. 

After the patent issued on April 25, 1921, no notice of 
infringement w’as given to the defendant until September, 1922. 

As will be hereinafter pointed out, the case was one in 
which the Court found all the essential elements of equitable 
estoppel to have been established by the evidence . 

There is language in the report of the Westinghouse v. Jeffrey 
case which may be read as meaning that the Court there 
denied to Thomas’ divisional application the “priority of right” 
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of its parent application, and because of this error, treated the 
proven adverse sales as constituting a statutory baf under 
Section 4886, R. S., instead of merely one of the eleinents of 
equitable estoppel. It is on this language that the defendant 
here bases his present theory. 

An acceptance of defendant's view of the Westihghouse- 
Jeffrey case would place that case in direct conflict wjith sub¬ 
stantially all the cases in the Second Circuit, in this jurisdic¬ 
tion and elsewhere, involving public uses and sales, intervening 
between the date of a patent application and the filijng of a 
divisional application. 

That the Westinghouse case is not so understood in the 
Second Circuit is evident by the decision in American Chain 
Company v. Franklin New York Company, 34 Fed. (2d) 551. In 
reply to the defendant's contention that the Hooveif patent 
there involved was invalid on the doctrines of the Westinghouse 
v. Jeffrey, Chapman v. Wintroath and Webster v. Splitdoiff cases, 
because of the sale by Hoover of devices covered by his patent 
subsequent to the filing of his original application bjit more 
than two years before the filing of his divisional application, 
Judge Campbell said: 

“In each of the cases cited supra, the conclusion of 
the court was that in cases involving laches, equitable 
estoppel, or intervening private or public rights, the 
two-year time limit prima facie applies to divisional 
applications. 

“In the instant suit the public use by the patentee more 
than two years prior to the filing of the divisional application 
is shown, but laches, estoppel, abandonment, or intervening 
rights are not shown, and I agree with Judge Thacher that 
the divisional application, in default of such a showing, 
is not subject to the mandatory provisions of the 
statute." (Emphasis ours.) 

In Leonard v. Everett, 281 Fed. 594, 52 App. D. C. -4-, 

this Court held in no uncertain terms that the “two y^ar rule" 
to be drawn from Chapman v. Wintroath, as to copying claims 
from conflicting patents for interference, was not applicable 
to a case in which claims were first made seven years after 
another had accomplished a public use of the invention, such 
public use having occurred after the filing of the | original 
application. We quote from page 596 of the Federal Reporter: 
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“The testimony fairly established that an 
apparatus substantially similar to Leonard’s was in 
public use before January, 1910. Everett did not copy 
the claims from the Leonard patent until more than 
seven years thereafter, and because of this it is as¬ 
serted by i Leonard that, under the authority of 
Chapman v. Wintroath, 252 U. S. 126, 135, 40 Sup. Ct. 
234, 64 L. Ed. 491, he is estopped from making the 
claims. We find nothing in that decision which 
warrants such a contention. It says that the only question 
with which the court was concerned related to the right 
of an inventor to file an application for a patent within 
two years after the invention had been patented in this 
country, and the court held that he had such right 
under the statute, and that it could not be taken from 
him while the statute existed. 

“* * i * The mere fact that an invention is put 

into public use by a third party long after another 
person has filed his application for a patent on the same 
invention, and while his application is awaiting final 
action by the Office, does not bar the latter from claim¬ 
ing the invention. There is nothing in the Chapman 
case, or ih any other authority 'with which w T e are 
familiar, -which holds to the contrary.” (Emphasis 
ours.) 

The rule of the Leonard-Everett case, as stated above, has 
never been modified by this Court so far as we can ascertain, 
and had been the rule for Patent Office procedure for a long 
period, including the times involved in the present case. 

Moreover, the principle therein announced has been re¬ 
cently reaffirmed by the decision of the Court of Customs and 
Patent Appeals in Robinson v. Heising, 55 Fed. (2d) 472, 19 
C. C. P. A. (Pat.) 895, in which the Court said, page 473 of the 
Federal Reporter: 

“The gravamen of appellant’s contention is, to 
quote from his brief, that: ‘Heising delayed from 1921 
to 1924 to present the divisional application, while the 
device w^as in public use, and no commensurate claims 
were pending, and throughout a period when no claims 
to a combination of the resistance and condenser with 
one or even two tubes of differing characteristics had 
ever been presented to the Patent Office.’ 

“As a result of the alleged delay and public use, 
appellant insists, in substance, that Heising lost what¬ 
ever rights he may have been entitled to, and cites 
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various cases, including Chapman et al. v. Wjntroath, 
252 U. S. 126, 40 S. Ct. 234, 64 L. Ed. 491; Webster 
Electric Co. v. Splitdorf Electric Co., 264 U. S 463, 44 
S. Ct. 342, 344, 68 L. Ed. 792; Westinghouse vL Jeffrey 
(C. C. A.) 22 F. (2d) 277; American Laundrty Co. v. 
Prosperity Co. (C. C. A.) 295 F. 819; and Dwight v. 
Greenawalt (C. C. A.) 27 F. (2d) 823. 

***** 

“None of the cited authorities appears to us to be 
controlling in appellant’s favor, under the facts of the 
case before us, as said facts were found by the tribunals 
of the Patent Office in which findings we concur.” 

i 

And again on page 474: 

“Even if, as contended by Robinson, Heising, or 
his assignee, put it into public use two yearb before 
December 1, 1924, that would not, under the 'facts of 
this case, affect Heising’s rights in the interference.” 

The doctrine that a true divisional application, sfich as is 
here involved, is always entitled to the date of its original ap¬ 
plication for the purpose of determining the existenc^ or non¬ 
existence of the statutory bars of Section 4886, R. S. is so 
firmly established by the decisions of the Supreme Cburt and 
of this Court that citations of authority should be unnecessary, 
but see quotation from Chapman v. Wintroath, 252 U. S. 126 on 
page 24 of plaintiff’s main brief. 

Thus, it appears certain that the Westinghousi-Jeffrey 
case is properly understood to have been decided on the proven 
existence of all of the elements of estoppel, and not on the 
basis of the existence of any statutory bar. The premise of 
the defendant’s new argument is thus seen to be false. He 
has made no effort to establish by evidence the existence of 
the elements of estoppel in the present case. We have shown 
that such elements are not here present. 

Distinctions Between the Facts of 
the Westinghouse-Jeffrey Case and 
the Present Case 

The following pertinent distinctions may be drawn 
between the facts of the present case and those of the l^esting- 
house-Jeffrey case: 
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(1) The claims in issue in the present case are logical 
developments of the matter claimed in the original Tucker and 
Reeves application, while the claims in the Westinghouse suit 
apparently bore no such relation to the claims of the Thomas 
original application. 

(2) The printed publication involved here is not com¬ 
parable to the widely advertised sales of the Westinghouse 
case. 


(3) In this case, there is no evidence of any manufacture 
under the Bethel patent, nor the building up of any business 
thereon, while the evidence in the Westinghouse case estab¬ 
lished conclusively the elements of prejudice to the defendant. 

(4) As pointed out in our main brief, no notice of the 
publication, actual or implied, was shown in the present case, 
whereas either actual notice or such wide advertisement as 
to require an imputation of notice was present in the Westing¬ 
house case. 

(5) Finally, there was clearly no duty on Tucker and 
Reeves to advise Bethel with respect to the prosecution of 
their applications. In the Jeffrey case, apparently the relation¬ 
ships of the parties were such as to place such a duty upon 
the patentee. 

There are fundamental legal and practical differences 
between the effect of delay following the marketing of a 
physical device and of similar delay following the mere printed 
description of such a device. When one publishes a descrip¬ 
tion, there is neither expressed nor implied assertion of the 
right to make, use or sell the thing described, whereas when 
one makes an actual sale of an article for use by another, there 
is usually present the element of an implied assertion that 
the purchaser shall have the right to use the article so 
purchased. In the latter case, there may be said to be a 
challenge to the patentee’s right of exclusion, while in the 
case of the publication there is no such challenge. 

i 

Keeping these distinctions in mind, it is obvious that the 
cases which are really pertinent to the issues here involved 
are only those cases which deal with delays in making claims 
after intervening publications. Cases on this subject are dis¬ 
cussed in our main brief, pages 12 to 16. 
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Since the defendant has now taken the position that the 
k> Bethel publication constitutes a statutory bar, we cajll atten¬ 

tion to the fact that the Supreme Court in Overland v\ Packard, 
274 U. S. 417, 47 S. Ct. 672, necessarily held that intervening 
» printed publications (including trade journals, botl) in the 

United States and abroad, and foreign patents) do not con¬ 
stitute statutory bars applicable to a divisional application 
filed many years after the publications, but derived [from an 
original application filed prior to those publications. 

i 

r Austin et al. v. Coe and In re 

Allsop et al. are not in Point 

The cases of Austin et al. v. Coe, Commissioner, -• 

App. D. C.-; 69 Fed. (2d) 832, and In re Allsop ct al., 

58 App. D. C. 187, 26 Fed. (2d) 559, 1928 C. D. 122, botjh rested 
on estoppel based on prior proceedings in contested ca^es, i. e., 
interference proceedings in the Patent Office. Neither, therefore, 
has any proper application to the case at bar. 

In the Austin case, the claims of Austin’s sole application 
were rejected on estoppel by judgment in an interference 
* between one Atwood and a joint application of Austin and 

MacNeill. Both the Austin sole application and thp Austin 
et al. application were of common ownership. The estbppel by 
3 the judgment in interference barred both Austin land his 

assignee. 

In the Allsop et al. case, the decision was that ik the cir¬ 
cumstances, Allsop et al. were estopped to make claims copied 
from a Buckley patent, because they had failed to assert these 
claims, as required by Patent Office Rule 109, during the inter¬ 
ference which they had contested with the Buckle^ patent 
application, and which had been finally concluded. Aljsop also 
was shown to have had full knowledge of the adverse assertion 
by Buckley of the claims in issue for about four vearfe before 
Allsop copied these claims for the purpose of cointesting 
Buckley’s title thereto. 

Rule 75 Pertinent 

r The defendant’s argument that Rule 75 is not applicable 

here is based solely on the fact that here the Bethel Ipublica- 
tion is subsequent to the filing of the original Tucker and 
Reeves’ application, while Rule 75 covers the case of ja publi- 
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cation prior to the filing of the original application. To follow 
the defendant's argument to its logical end would mean, that 
in the present case, for instance, Tucker and Reeves may be 
denied the claims of their divisional application on the basis of 
the Bethel description, because that description appeared in 
July, 1923; whereas they could not properly be denied the same 
claims made at the same time had the Bethel description been 
published ten years sooner, as for example in July, 1913. 

That Rule 75 applies in principle to the case here is 
shown clearly by the following statements from the decision 
of the Commissioner of Patents in Reed v. Landman , 1891 C. D. 
73, at page 80, the parenthetical matter being ours: 


“In the case now before me for decision, however, 
there are no directly conflicting claims. Landman, the 
patentee (Bethel) makes no generic claim, but has 
limited himself to specific claims based upon his special 
structure, • which claims could not be made by his 
opponent, Reed (Tucker and Reeves). * * * Rule 

75 provides for precisely such a case, and unmistak¬ 
ably states; that on filing the proper oath the unexpired 
patent shall cease to be a bar. * * * In a case like 

the present, when the Office has enforced a full com¬ 
pliance with Rule 75, it should grant the application 
if the facts sworn to establish completion of the in¬ 
vention before the patent was applied for." (Shown 
by record and hence no further showing by affidavit 
required.) 

Plaintiff's main brief (pages 17-24) points out the 
particular circumstances of the Nathan and Webster v. Split- 
dorf cases which precluded affidavits under Rule 75, and shows 
that these circumstances do not exist in the present case. 

Conclusion 

In the final analysis, the facts of this case demonstrate 
that it is a simple case of a printed publication intervening 
between the original application and a subsequent duly filed 
divisional application. Well-settled practice of long standing 
establishes that such a publication is immaterial to plaintiff's 
right to the claims. The authorities on which plaintiff relies 
firmly support this position. Defendant has not attempted to 
explain why the present case does not come under the rule as 
to intervening publications established by this practice and 


these authorities. He simply ignores such practijce and 
authorities. 

No authoritative case has been cited, nor can one be 

i 

found, in which claims have been denied or invalidated on a 
record such as the present one, which establishes no pertinent 
fact except a publication intervening between the original and 
divisional applications and a lapse of more than two years 
after the publication prior to the assertion of the claims in 
question. Further, no such case has been found irj which 
claims were denied or invalidated for delay where, as here, the 
applicant was merely developing his original claims. 

Respectfully submitted, 

V. M. DORSEY, ! 

i 

Attorney for Plaintiff-Appellant. 
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